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IN THE CTROUI'T. OCURT ‘OF “THE UNTTED STATES, 
For the Southern District of New York, 
; a ‘ - | 


CRTYSRS AL TALKING MAC HINE “COMPANY : 
ne 


GRAPHO" HONE, 0. “et al, 
ae “NOTICE. 


os a 
TO MESSRS OLNEY & COMSTOGK®, 5 Oe Guts dee 
SOLICTTORS FOR COMPLAINANT ~ tae 


68 Willian st. ~oity. PRS 


Please take ‘notice “that the annexed affidavits 
Gf ©, 205 Ti Massie, Ppilip Mauro, Wm. EL, Hills, and 


me 
Edward D, Easton will readjin- opposition to vour motion 


for preliminary injunction, cories of the said 


affidavits are served on vou herewith, 


= 


< Respectfully yours, 


n 
. 
\ 


“a ; of connsel for defendar 


Copy of the tomeedtiie notice and of the annexed 
affidavits received this dct. 6, 1902, 
Maney VG plait “ey 


Solicitors for complainant. 
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TN THE GTRCUIT COURT OF THE UNITEN STATES. 
For the Southern District of New York, 


UNIVERSAL TALKING MACHINE 
Company 3 


a 
AMRRIGAN GRAPHOPHONE COMPANY 
and COLUMBIA PHONOGRAPH 
COMPANY. 
AYFIDAVIT OF GC, A. L. MASSIE. 


>- State of New YOrk we 
County of New York, a 


Ce. Me als WASSTE, being first duly svorn, deposes 
and says; I am of counsel for the American Graphophone 
co, . 

I sent a telegram, in the name of Mr, Philip 
| Mauro to the Secretary of State of New York, at Albany; 
and in reply received the following; 
| "Albany, N. Y, Oct. 6, 1902, 
| Phiiip Mauro, 
| “277 Broadway N. York 
| 
H 


Universal Talking Machine so. filed no 
annual report in 1902, 


_ In march, 1902, two suits were brought in this 
court by the American Graphophone 40, against the 3 


Universal Talking Machine Manufacturing 60., on the 


H 

Bell & Tainter patent herein set up. In those two 

| suits George H, Robinson has made affidavit that he is 

| 

| President of the said Manufacturing so; F. A. Crandall, 


: JOHN T, McNONOUGH, SECY STATE" 
} 
| that he is Secretary; and VW. C. Spencer, that he is 


| Treasurer, It appears that these three gentlemen hold 
| 


the corresponding offices with this. complainant, in 


those two suits H, Albertus Yest, Esq. is Solicitor 


and ¢eunsel for the Manufactoring Co., and George 


Carlton Somstock, Esq, is likewise a @elnsel for 
defendant. Mr. Comstock is a member of the firn of 
Olney & Comstock, Solicitors for complainant in this 


suit, and Mr. West occupies an office in their suite, 


Sa —— ——— rae ees Seah seat ycemn ee aa ae = ES = —— Raymond R: Wile 
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One of those two suits is against the disc 
Talking Machine involved herein; and in July,1902, 
defendant in that suit set uv, by Blea, the defense o 
of the license nere invalved, but has at this time - 
taken no testimony in support of its Pleas In the 
otner suit a preliminary injunction was granted on 
Sept 3-8 1902, being now suspended pending appeal. 
In regard to the Plea aforesaid the Manufactoring Co, 
“paving taken no testimony, had its tine imited bv 
order of the court, and the same will expire on Oct, 
175 2902. 
Subscribed and sworn to; 


before me, 
this Oct, 6, 1902, 


Raymond R. Wg 
Research ' Libra 
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IN THE GIRCUIT COURT OF THE UNITED STATES 
For the Southern District of New York, 


UNIVERSAL TALKING MACHINE 


P | COMP ANY ‘ 

| ve . In Rquity, 
fae AMMRIGAN GRAPHOPHONE COMPANY L§24)] 
#7. | and COLUMBIA PHONOGRAPH : : 


COMPANY. 


AFFIDAVIT OF PHILIP MAURO, | 
| 
: 
| District of columbia, sSS,.: 


PHILIP MAURO, deing first duly syorn, deposes and 
says: I am of counsel for the American Graphopnone Company 
in patent matters, 1 

I have read the affidavit of Mr, George H, Robinson | 
herein (verified September 19, 1902), wherein he refers to | 
a conversation between himself and deponent, which occurred | 


in February 1902, 


Long prior to the interview referred to, the Universal 


the license granted to it by the American Graphophone com 
pany; it had ceased to pay royalties or supply machines; 
judgments had been recoverdd against it, to satisfy some 


of which its effects (including its mamifacturing plant) 


| 

| 

: Talking Machine company had ceased to do business under | 
had been solid at Sheriff's sale. It isa fact, and was 

| 

- well Know, that the said Universal Taiking Machine company | 
2 a wholly insolvent, and the said license was treated, by | 
| both parties thereto, as terminated. The American Grapho- 
phone Company, long prior to October, 1901, made preparation 
for mamifacturing the type of machines which the complainant | 


out protest from any one, to make and sell the same in large. 


| 


! 
| herein seeks to enjoin, and has continued openly, and with, | 
i 
| 
: quantities, | 
| 


Raymond R. Wile 
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Shortly before the said interview I was visited by 
Mr, Geo, CG. Comstock, who informed me that he was counsel 
for certain persons (including Mr, Robinson) who had fur- 


nished, or were considering the advisability of furnishing, 


eacital for a new Company to carry on the business pre- 
viously carried on by the Universal Talking Machine Oo, Lbg 
He was investigating patents, and trying to ascertain what 


licenses would be required, His attitude towards the | 


——eeeeaeaoaoaoaoaoaoaayeaoaoaoaoaoaoaoaoaoaoaoaoaoaoaoaoaooEEEooyEoyIoyeeeeeeeeeeeeeeeeee 
’ 


license held by the Universal Talking Machine company was 
that it was of no value whatever, that that company had 
been paying for protection which it did not receive, etc, 
I coubatted that view, assuring him that his clients could 
not enter upon the proposed business without a license 
from the American Graphophone Company, and that if it 
attempted to do so litigation would ensu®, Mr, comstock 
i asked me to see his client, Mr, Robinson, who, he said, 
| Was a practical business man, and one who vould prefer to 
. pay for such patent rights as he required rather than to 
| litigate, Mr. Comstock asked that I be prepared to discuss 
| gith Mr. Robinson: license arrangements for seidirenwenes 
| as well as machines, IT saw Mr, Robinson as requested, 
So far from stating that he relied upon the said license, 
his talk was an echo of Mr, Comstock’3, He stated that ha 
had been advised by patent counsel, naming Mr, H, Albertus 
West, that the Bell and Tainter patent was invalid and | 
could not be sustained, He was apparently surprised when | 
| I told him that the patent had been sustained in a case | 
defended by Mr, West, as well as in other cases, ae, | 
| Comstock entered the room before theinterview as over, and | 


he requested me to furnish a list of the suits in which the 


patent had been sustained, The talk covered the queuting 


i of sound-recormis, and I informed Mr, Robinson that, if he 
f 
a to practice the same process which the Universal 


Raymond R. Wile 


alking Machine sompany nad used, he would infringe the 


patent, as I had good reason to believe that said Universal 

Talking Machine company had been using the engraving process, 
though emoloying every means to conceal the fact. I was 
asked what terms the American Graphophone company would 
offer, and I read a memorandum which I had written gown’ 
after conference with the President of that company. I 

have this memorandum before me, and on it is written Hr 
| pencil “Read to Mr. Robinson and Mr. Comstock", these.. 
words being aol tear by me at the time, The entire mem- 


randum is as follows; 


"This matter has gone so far that the U. T. M, 


co, cannot hope to establish and revive the oid 


license, If it adopts this course the A,G,Co, will 


oppose it to the last extremity, and will apply for 


injunctions for infringement by machines as well 
as by sound—-records, 
If the U. T. Me. Go, desires a simple license 


upon the same basis of royalties, and without 


reference to the result of litigation, and a license 


to use the engraving process for sound—-records 
upon a royalty of two and one half (2 mee Oca 
for 77-inch records and five (5) cents vas ene 
records, to the end of the term of the Bell & 
Tainter ‘patent, the A, G. co. is, as at present 
advised, willing to make such license, This, 
however, is not an offer; since the situatim may 
change at any mimute, and the A, G. co. will not 
commit itself te any course until the parties have 
met and agreed,” 

] Foot-note in pencil as follows: |"Read to Mr, 
Robinson & Mr. Comstock”, 
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was admitted in a letter written me on March 31, 1902, 


HO objection was taken to this proposition, but Mr. 
Robinson vroposed an addition, whereof I took a note at 
the time, to the effect that, should the American Graph- 
ophone Company at any time acquire or control any other 
patent covering the manufacture of zig-zag records as 
carried on by his Company it shoulda grant a license there- 
under to said Company at a royalty not exceeding that 
demanded for the Bell & Tainter patent. Mr, Robinson, in 
con@élusion stated that he would have our patents examined 


by nis counsel, and act on their advice, I call attention 


to the fact that I stated in my written memranium that 


the license to the Universal Talking Machine company could 


Si ‘ on 


not be revived, and the whole discussion was with refer- 


. 


Nites aie 3? 
Se Mere Tete 


ence to a new arrangement, 


Pi 
arrest 


Tie license of the Universal 
Talking Machine Go, was not asserted against theAmerican 
Graphoptone Company, nor any attemt whatever made to 
interfere with its operations until thepresent suit was 
begun after an injunction against the new concern, the 
Universal Talking Machine Mamifacturing company, had been 
granted by this court, and notwithstanding that, in March, 
1902, the American Graphophone Company brought suit 
against that new concern, the Universsl Talking Machine 
Mamifacturing company (Which is the name of the new company 
formed by Mr, Robinson and his icecctabont upon those 
claims of the patent under which the Universal nalking 
Machine Company had been licensed, 

That the Universal Talking Machine company ihe, 
early as November, 1901, absolutely gone out of business 
and sold ail its effects at Sheriff's sale, appears from 


‘Court records, as will be shown in other | 


That said Company was not making or selling the 


| ; ore , | 
‘machines in question, and that the new company was so doing, | 


by 


Raymond R. 
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Mr. Comstock, wherein he said: — . 


"ks to the movable arm, on which the third 
action has been brought, we think that this is 
covered by the license t® the Universal Talking 
Weenie CO.; and while the Universal Talking 
Machine Manufacturing company is not privy to 
the license, nevertheless, it is manufacturing 
under an arrangement with the Universal Takking: 


Machine Company, for the benefit of the Univers1 


Talking Machine co, and its licensor," 


es 


-“ 
Subscribed and sworn to before me, 


this ass day of October, 190 


District of Columbia 
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IN THE CIRGUIT COURT OF THE UNITED STAT ES 
For the Southern District of New York, 


UNIVERSAL TALKING MACHINE 
COMP ANY 
v2 In Equity, | 


, | 
AMERICAN GRAPHOPHONE COMPANY £904 | 
AND COLUMBI& PHONOGRAPH COMPANY. 


eee 


AFFIDAVIT OF WILLIAM &, HILLS. | 


| | STATE OF NEW YORK, 
city and county of New York, SS.5 


* 


WILLTAM BE, HILLS, being first duly sworn deposes and 


says; I am an attorney and counselor at law and have been 


| practising my profession at the city, County and State of 


EN a 
-* oa ioe 
“ 
’ 


| New York during the past eight vears, 

: Tam thoroughly familiar with the manner in which 
“there are recorded in the office of the Clerk of the county 
of New York, and in the Sheriff's office in said county, 
the records pertaining on judgment debtors and judgment 


creditors, 


On the 30th day of September, 1902, I made a thorough 


| 
Vi in the office of the Clerk of the dounty of New York 
ie the year 1901, for the purpose of ascertaining if there 


were any judgments recorded against the Universal Talking 
' !achine Company, 
I found the following five judgments entered in said 


| ; 
jcounty Clerk's office against said Universal Talking Machine 


| 
eee together with the amounts, date of filing and the 


Names of the judgment creditors, 


2192.62 in favor of W. T. Hungerford Brass & 
Copper Co, 


| 
| 
| 
| | | 
| re entered Oct, 16, 1904 amounting to | 
| 
| | 
| 


i 
I 
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Judgment entered Oct, 17, 1901, amounting to 
$231.05, in favor of Ridgenort Brass Co, 


Judgment entered Oct, 18, 1901, amounting to 
$2335.39 in favor of Augustus Parker-Simith, 


Judgment entered Oct, 19, 1901, amognting to 
$112.03 in favor of John ¢, Kessler et ano, 


Juiagment entered Oct, 26, 1901, amounting to 

$88.89. in favor of Henry H, Sheip Manufacturim co, 

Three of these judgments shoved from the records 
that they had been satisfied by an execution duly issued 
to the Sheriff of the County of New York, 

On the lst day of October, 1902, I visited the 
Sheriff's office in the county of New York, I there made 
a careful search of the records of said office for the 
purpose of ascertaining what dissosition the Sheriff of 

county 
New York had made of the five judgments against the 
Universal Talking Machine Company, Placed in his hands for 
execution, and recorded as aforesaid, 

In the said Sheriff's office I found a complete 
record of the judgments, Attached hereto andmnade a part 
of this affidavit and marked "Exhibit A", pages 1, 2, 3, 4, 
and 5, is a copy of the record of the Sheriff showing the 
disposition of said five judgments, 


On page 1 of Exhibit A is a bill of Jonn P. Silo, 


auctioneer, showing that said Silo sold out all the right, 


, title and interest of the Universal Talking Machine company 


at 511 Fast 132nd Street and at 152 Fast e3ra Street, New 


York city, and that the proceeds of said sale amounted to 


$3,500. ‘This also shows that the charges of said auct~ 
ioneer Silo for conducting said sale amounted to $231.60, 
Said bill is addressed to the Sheriff of New York County, 


and shows that the sale took place on October 28, 1901, 
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list of judgment creditors for whose benefit the said sake 


On the second page of Exhibit A is the following 
took place, and the respective names of the said judgment 1 


B creditors with the amount in each case correspond in all f 
if, . . : a 
a ' pespegts to the records of the county Clerk's office as | | . 
* - * ; . eS j a 

. heretofore recited -—- to wits 
Bridgeport Brass co, for $211.05 | x 

Augustus P, Smith 2555.39 | 

John Cc, Kessler st ano 112,05 
W. T, Hungerford Brass | 
o. | & CopLer Co, 192.62 + 
Henry H, Sheip Mfg. co. 88.89 e 
fb 

: On pages 3 and 4 of said exhibit will be found a list 


| of all that the auctioneer sold under said executions for 


eR Ter 
TUT pene ; ¢ 
, es be: : 


pee 
bY roe, 


each lot sold under said executions, 


} 
the benefit of said creditors,and the prices obtained for | 
account of all sales made under said execution against the | 


Said record contains an endorsement shoring an 
| 
| 


| Property of the Universal Talking Machine Company placed in 
the hands of the Sheriff, and shows that after said five 

| judgments had been satisfied by the Sheriff there remained | 
| a atune of $125.64, shoving that the executions and | 
expenses of said sale amounted to $3375.35, and that the | 
total amount realized at said sale on all thevroperty of 
| the Universal Talking Machine company was $3500, 


Said record is aiso endorser: 


"0. K, Olney & Comstock | 
Attys. for deft," | 
| 


—- 


rr 


which shows that said Messrs, Olney & Comstock the attorneys | 


for the Universal Talking }\ chine company had examined the 


record of said sale,: and were thoroughly familiar with the. 


same, which would indicate that there was no snap judgment 


in the matter, 
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a: on October 4, 1902, I again made a search in the 
office of the Clerk of the County of New York, and there 


found and examined the certificate of incorporation of the 


Universal Talking Machine Manufacturing Company, which I 
understand is now defending two patent} suits brought against 
| it By the American Gravhophone Conpany (defendant in this 
suit), upon the Bell and Tainter patent No, 341,214, set 

up in the Rill of Complaint herein, 

The certificate of incorporation above referred to 
| shows that the application for incorporation was filed in 
| the office of the Secretary of State at Albany, New York, 
on Hecember 19, 1901; and that a certified copy of the 

| same was filed in the office of the clerk of the county of 
| New York on December 21, 1901, 


| 
1 
| 
| 
| From the certificate aforesaid it appears that the 
! names and addresses of the incorporators are as follozs: 


, Name. Post Office Address, No, of Shares, 
eae S, Innet 15 courtlandt street, New York 8 
“vir A, West 31 Nassau Street, New York b 
(william H, Randel 31 Nassau Street, New York HE 
Frank J, Dunham 277 Pearl Street, New York 8 
“oconee EK, Robinson 889 Broadway, New York city 8 
pelea McCarthy " " " 8 
Biggs c.Spencer " " " 8 

| 


It likexise appears that the names and addresses 


1 
j 
| 
1} 
,of the Directors for the first year are as follows: 
| 
| 


Address, 


iE ward S. Innet 
| 

: 
John S, Dunham 


i 


‘Frank J. Dunham 


15 courtlandt street, New York. 


Waldo G. Morse 10 Wall Street, Nev York, 


377 Pearl Street, New York, 


377 Pearl Street, New York, 


Raymond:Ré Wile 
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bo 


George H, Robinson 


7 vane: 
| 
i 


Edward Mecarthy 


William c, Spencer 


| 
| 
| this | b asy of October, 1902, 
| 


Address, 
889 Broadway, New York, 


889 Broadway, New York, 


883 Broadway, New York, 
| 


Subscribed and sworn to before me, 


itt Haak bes 


Raymond R. Wile 
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Hill's Exhibit A, 


a 


BRIDGEPORT BRASS 0, 


| . VS, 
1 
t 


UNIVERSAL TALKING MACHINE <0, 
BENJAMIN &HO¥SER,Rlaintiff's 
ALTOLNEY y 
Wiliianm'r, Grell, Sheriff 
' F.J. Burns, Deputy 


Sale; Right title & Int. 
lat 571 E 132nd st. and 
|152 Fast 23rd St. 

Amount of sale $3500 


Fe ee te te te ae ee ae ae 


Received payment 


dames P, Silo 
perGabriel 


NO, 271 Sale Oct, 28th 190: 


Dr. to James P, silo 
Auctioneer 


Telephone 3033 John 
Office 43 Liberty st, 
Nez York dity. 


Commission 175.00 
Advertising 6.60 
Cartage 
Storage 
Labop 50,00 
Insurance 
Catalogues 
Circulars 

$ 231.60 


Oct, 31st 1901, 
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Hills Exhibit A Page 2. 


SUPREME COURT 
BRIDGEPORT BRASS C0. 
“VS, 


UNIVERSAL TALKING MACHINE 00, 


oo 


Sale No, 271. 
79 


SUPREME COURT 


AUGUSTUS P. SMITH 
UNIVERSAL TALKING MACHINE CO, 
80 


CITY COURT 


JOHN CG. KESSLER 
and ANO 


UNIVERSAL TALKING MACHINE 
COMPANY 


81 


CITY cOURT 
¥. T. HUNGERFORD 
BRASS & COPPER COMPANY 


UNIVERSAL TALKING MACHINE 
COMPANY 
82 

SUPREME COURT 
HENRY H, SHEIP MFG.CO,°” 


| UNIVERSAL TALKING MACHINE 
| COMPANY 
| 88 


Sold by James P, Silo, Auctioneer, on Oct, 28th 1901, 
at 517 E. 132nd Street and 152 East 23rd St. 


F, J. Burnes, 


By order of William F, Grell, sheriff j 


ee te oe ee 


. 
° 


seaee te 


Execution issued Oct,17 190 


t 


For $211.05 


Benjamin &, Loeser, | |e 
Plaintiff's Attorney 
% 
\ 


Deputy 


Executien issued 0ct,18,1901. ? 
For $2335.39 Ne 


'R, Gerbracht,Jr, 
Plaintiff's Attorney. 


Execution issued Oct,19, | 
1801 | 
for $112.03. | 


EK. W. McGuire, | 
Plaintiff's Attorney | 

| 

! 


Exeaition issued Oct.21, | 
1901 for $192.62 | 
Dow & Conklin | 

Plaintiff's Attorney | 


Execution issued Oct, 21, 
1901 for $88.89, 
A. H. Amedown, 
Plaintiff's Attorney, 
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Hills Exhibit A Page 53. 


At 517 East 132nd Street, 
60 complete motors with cabinets for same 


Lot of horns & complete zon-ophone (about 250) 
horns and about 300 zon-c—phones 


Lot of materials & supplies in s tock room 
2 desks, railing, scale, 2 stools, 2 chairs 
Lot empty cases 

Lot material in room 


All the right title and interest of the 
Universal Talking Machine oo, which it had 
on the 17th day of October, 1901 or at any 
time thereafter of, in & to machinery for 
manufacturing talking—machines, consisiirz 
of nanmers,stands, lathes, cutters, sinkersy 
pulleys, shafting, belting etc, all in the 
building No, 517 East 122nd Street Borough 
of The Bronx, City of New York, aiso the 
trade mark right "Z4NRO-PHONE" and various 
patents and patent rights as follows; 
UNited States Patents 
No, 631,911, Aug, 29th, 1899, L.P,Valiquet, 
coin operating mechanism No, 631,912 Aug, 
29, 1899. Automatic Gramophone No,651,904, 


~June 19, 1900, L. P, Valiquet gramophone Motor 


No, 651,905, June 19, 1901, L. P.Valiquet, 
Intermittent Feed for Talking Machines, 

No, 666,716, Jan, 29, 1901, L.P.Valiquet, 
Diaphragmfor Use in Souni-Boxes,No .676,106, 
June 11,1901. L.P. Valiquet Sound reproducing 
Avparatus and Method No,679,923, Auz.6,1901, 
L, P. Valiguet, Sound Reproducer, Trade mark 
NO, 35,764, Jan, 8, 1901. "ZON-0—PHONE* 
Universal Talking Machine do, 


United States Pending Applications 


Serial No,699,429, filed Dec,16,1398, 

L.P, Valiquet Talking Machines, 

Involved in Intefference No, 20,870, 
Declared Dec. 20, 1900 with Berliner and 
Johnson. Last action Serial No,.719,769 
June 8, 1899, L.P, Valiqiet Talking Machine 
rejected July 3,1901, division of last 

case mentioned ready for filing, executed 


Sent, 28,1901, 


Foreison Patents, 


England No,24629, Dec, 11, 1899, Universal 
Talking Machine go, Talking Machines, 


_ Germany No,119,561, March 1, 1900, 


L. Valiquet Taiking Machines with 
Intermittent Feed, 


France No,301,683, Oct, 11, 1900, 


L.P. Valiquet, Talking Machines with 
Intermittent Fee, 


50,00 


“75,00 


110,00 
12.50 
7.50 


§75.00 
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Pending Foreign Applications, 
SS aS nena © aces! ~ { seeadipietna inca Radiaitad tind 


Germany Serial NoV, 3828 lL, P. Valiaquet | 
Spring Motor for Phonographs, 


England Ssrial No, 235,202,filed Jan, 
3, 1901, Trade-rmark "ZON~O-PHONE", 


Belgium Serial WNo,8005,filed Mar. 7, 
- Trade mark "ZON-O-PHONE", 
sudjest to a mrtgaze held by THE 
TRUST 70. of NEW YORK for $30,000, $1800, 00 


At 152 E, 23rd St, 
Matriaes (100) 75,00 


All the right, title and interest which 

the Universal Talking Machine S0., had 

on the 17th day of October,1901, or at 

any time thereafter of, in and to the 

machinery and fixtures on the third floor 

of building at No, 152 Past 23rd Sti, 

Borough of Manhattan, N. Y. city 385,00 | 


All the right, title and imterest in all 

contracts between P.M, Prescott and the 

Universal Talking Machine co, and between 

the same Comeany and George K, Cheney, 

also between the same Co, and L, P,Valiqiet, 

alse between the same co, and the American 
Granhonhone Company and the columbia 

Phonograph company or either of them for 

the use of patents 400,00 


- : a 0 


i 
| 
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Hills Exhibit A Page 5. 


( Endorsed) 
Bridgeport Brass (Co, ie “4 
agt, ; . J 
Universal Talking Machine 
Company Pie 
Account of Sale Ales j 1 ae ‘ 


F, Jd, Burnes, 


Devuty, 
‘\ 
SHERIFF'S BILL. * . ae 3500.00 
To first Ex, B.B.co, satisfied 211,04 
" poundage ; | 25.43 
|" posting notices of sale 2.50 
" keener! s fees ‘ 66,00 i 
* auctioneer's charges : 231,60 536,58 ee 5.58 
; 5 SuUpINS 056. 2963.42 


‘To second Ex. A.P. Smith satisfied 2335.39 
i* poundcase 83.38 2418.77 2418.77 
Surplus .., 544,65 


| 
‘TO third Ex, Kessler satisfied 112,03 
” poundege 5.60 117.63 117.63 


| SUTDANS < « « 427,02 
i 
| 


\To fourth Ex, Hungerford Brass ‘%o, 

satisfied a 202,25 

t poundage 9,63 _ 202.25 
SuUYpIlUS <« «© « 224.77 


= —— 


o fifth Ex, Sheip satisifed 88.89 
poundage 11,23 100,12 130,12 
Net Surplus ... 124,65 


a 


0. K. OLNEY & CONSTOCK, 
Attys, fpr Deft, 


—————————————— 
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Sin ee enone act eee a . ‘ ‘ t ache 


IN THENGTRGUIT COURT OF THE UNITED STATES 
. For the Southern District of New York, 


UNIVERSAL TALKING MACHINE COMPANY 
Vv. 
AMBRICGAN GRAPHOPHONE COMPANY 
and COLUMBIA PHONOGRAPH COMPANY. In Equity 
Lifcense 
EASTON AFFIDAVIT 
STATE OF NEW YORK, 


pe COUNTY OF NEW YORK, SS.3; 


EDWARD D, EASTON, being first duly sworn,deposes and 
says; I am President and General Manager of the two corpor- 
ations named as defendants herein. As President of American 


Graphovhone Comrany, I exesuted the license- contract of April 


: 6, 1900, with the iiniversal Talking Machine co,, During the 
x first twelve months} after that date the Universal Talking 
a ; FOMKSLL 2. ‘ 
Machine Co,, made reports shoving eo rovalties above 


the minimum called for by the contract HH &a of April 6, 1900; 
put during the second twelve months their reports showed acortéh 
royalties $2025.27. Out of the total sum of $9296.85 reported 
as roysities the Universal Talking Machine company has vaid 

5 only $8539.58 up to the present time, in cash and merchandise, 

Xx During the year 1901, not only did the reports rend- 

ered by the Universal talking Machine Co,, show a great fall- 
ing off in sales, but it was very difficult to get them to 


make reports, and almost impossible to procure from then 


; 
: 
E 

f 

payment for the rovalties thev admitted as acomed, 

x In the early winter or fall of 1901, it vas common 

F. talk in talking machine circles that the tUniversal Talking 

| Machine Co., was insolvent and practically defiinct; at anv rate, 

f I know that the management of the Universal Talking Machine 


| Sco,, met many requests for payment made by the American Graph-—- 


= ophone Co., with the response that the Universal Talking 
+ Machine ¢o.,, had no funds and could not pay. Later I was 
| informed of the sale of the Universal Talking Machine 90.y at 


No auction by the Sheretf¢_-__ 
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Yen 


i 
{ 
; 
i 


After thst sale it was taken for granted that the 
Universal Talking Machine So.y had gone altogether out of 
business, nor have I ever heard of that concern doing any 
business since, About the middle of last April my Company 
received a letter dated Apwil 14, 1902, and signed "Universal 
Talking Machine Oo,, by G&G, a. Comstock, Atty." In this 
letter was enclosed a statement, in tow sheets, which are 
annexed hereto as "Easton Exhibit A" Pages one and two, 

According to this statement (the accuracy of which 
T do not vouch ior; 


Tne Universal Taliking Machine Co., 
claimed to owe, as accmied royalties, 


for the first vear $ 7022.62 
For the second year, only, 5551.,.50 b 
$10574,123 ‘ 


According to the same statement,—— 


The Universal Talking Machine Co., - bi ® > 
claimed to have vaid, for the first vear $ 3758, 62 


For the second year, only 2280.48 
$6039.10, 


In addition, although not shown in this statement x 
transmitted April 14, 1902, the original depositg of $2500, 
was paid my company by the Universal Talking Machine co.x on 
December 11, 1900, as apnears from the books Of my colmpany, 


Including this amount,-—- 


The Universal Talking Machine CO.s hh 
has paid, for the first year, $ 6258.62 


te 


For the sertondg year, as above, only, 2220.48 


Accordingly, Universal Talking Machine 40,, admits 


liability for accrued rovalties $10574,12 


and has paid the American Graphophone Go,, only $8539.10 


leaving still gue + 
Ss Qa = 2035.02. 


, ' 
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Excent for the original sun of $2500. deposited in 
The Trust 00.% in the joint names of the American Graphonhone 
So., and the Universal Talking Machune 0, there has been 
no further trust deposit mee in this account by the Universal 
Talking Machine co.~, I am this morning in receipt of a 
letter dated Oct, OTe oe the secretarv of the Tmist Co,» with 
which was deposited the trust funds in question, which shows © 
feat no further deposits were made, The letter is armexed 

ao 

hereto | "Easton Exhibit 8B", 

According to ‘ne statement fiirnished in Mr, Comstock's 
letter of April 14, 1902, the last cash pnavment made by the 
Universal Talking mach:ne cn., under this contract, was the 


sum of 291.65, made June 29, 1901; the last credit was 


merchandise to the amount of $ 387.90, on Oct, 10, 1901, 


eS Etiat 
Subscribed and svorn to before me, eo Deb 


this sixth day of Gotebers 1902. 


\! 
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ee LHE HACKENSACK TRUST COMPANY, 
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Lh 
thine 
ie Sey ae 


WILLIAM M. JOHNSON, President. 
Davip St Joux. MD. } a 
, Vice Presidents a 
EDWARD D.Easton, | : LL = ” 
FRANK B.PLYMPTON, Secretary. HAGKENSACK, N. J. _ L910. 
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UNITHD STATHS CIRCUIT COURT, 
| : | SOUTHE (BRN DISTRICT OF NEW YORK, 
: 
| 


/ UNIVERSAL TALKING MACHINE COMPANY, 
ie bugged COMPLAINANT , 
Boch ee Ae ERS cen AGAINST 


AMERICAN GRAPHOPHONE COMPANY, ET AL. 


we 
t 
1 
‘ 
‘ 
‘ 
‘ 
{ 
‘ 
‘ 
i 
Re 
‘ 
t 
i 
‘ 
i 
‘ 
\ 
' 
' 
‘ 
‘ 
i 
' 
1 
‘ 
( 
i 
4 
' 
‘ 
i 
‘ 
H 
i 
i 
i 
i 
i 
t 


| 
: es Spee a 
2 COUNTY OF NEW YORK, 8s: ¢ hie Th od 
E 7 Bier er. 
GEORGE CARLTON COMSTOCK, being duly sworn, deposes and 
| says: 
I an of counsel to The Universal Talking Machine Company, 
i see ‘the comp lainaht herein,”.and also to Tne yniversal Talking Ma- 
a chine wanufacturing Company, which ie the Agent of the Com=: 
plainant in manufacturing and selling Dise Talking Machines. 
As such Counsel I have had charge, since April lst, 1901, to 
x date (a) of the License Agreement in questi on herein, between 
the Complainant herein and The American Graphophone Company, cone 
x of the pefendants herein, and (b) the arrangements made by the 
said complainant with cne Edward S. Innet, and later with the 
said Universal Talking Machine panufacturing Company, s0™that 
the business of ihe bieintnend. in . ee and selling, 


—— 


‘Dise Talking Machines, under the License in question herein, 


\ 


might not be interfered with or ai epontinned . | ae 


I therefore make answers as follows to the allegations 


‘ contained in the Affidavits filed by the pefendants in opposie 


tion to Complainant's Motion for an Injunction. 


= 


Raymond R. Wile 
Research Library 


open cee nag ACCRA OE BEE gene nee 


i 


Mr, Mauro, in his Affidavit, refers, on the first page, 
to an interview between himself and mr, George H. Robinson, 
‘the Complainant's President, and states: 

FIRST. That, long prior to that interview, The Universal 
Talking Machine Company, the Licensee, had eeased ‘to do busi- 


ness under the y, icense in question; and, 


SECOND. That at the time of the interview it was a fact, 


and was well known, that The Universal Talking Machine Company i 
was wholly insolvent, and that the said License was treated by. | 
both parties thereto as terminated. 

Mr, Mauro wk absolutely mistaken in both of these state- 
ments, neither statement being, in whole, or in any part, cor- 
rect, as I shall hereafter show in this and in the annexed 
Affidavits. 

Mr, Mauro, on the third page, states that he was visited 
by me, amd that my attitude toward the License in question was | 
that it was of no value whatever, etc. Mr, Mauro's version of | 
this conversation is incorrect, and conveys a wrong sense of 
the substance of the conversation, It is altogether whetty Ds 
incorrect in stating that my attitude was that the ,icense was 
of no value whatever, I shall hereafter state tnis interview | 
as it occurred, together with the connecting circumstances. 

On the fourth page Mr, Mauro states that in the conversa- 
tion between himself and wr, Robinson the License of The Uni- 


versal Talking Machine Company was not asserted. This is 


‘wholly incorrect, as it was strongly asserted at the time. 


As %o my letter of trarch 51, 1902, Mr, Mauro has not given 


bs 
oe 


the entire letter, I shall give it in this affidavit, and it 


will sfiow that The pniversal Talking M@chine Company was still =§- 


doing business, and manufacturing uhder the ypicense. 


¢ 


2. 
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With reference ‘o the allegations in the verious Affidav- 

| 

i 

its, showing a Sherftif's Sale of The Universal Talking 
X | Machine Company's property, 1 will show that this sele was | 


j 


made under an arrangement whereby it would inure to the 
benefit of the Universal Talking Machine Company, and enable 
it to continve in husiness without debts, so that it would neo 


» or be hampered by creditors. 


— 


I hecame Counsel for The Universal Talking Machine Cou- 


pany about the First of April, 1901, at which time The Univer 


sal Talking Machine Company was manufacturing riachines 
chines adapted to reproduce from zig-zag records, under the 


pet 
i= 
oO 


its agent, The National Grano ne Corporation, whose re- 


lations to it were very analogous to *he Complainant's pres- 


a 


ent relations with The Universal Talking Machine Manlfacturin«: 

Company, as is shown by the annexed Affidevit of Mr. Frank 

J. Dunham. From this time un'il about the middle cf Sep-~- 
not 

tember, 1901, 1 waspcalled upon with reference to the Li- 


cense in question, or the actions, if any, of the parties 


under it, with one exception; that is to 


Say, not later than ehout the First of July, 1901 -~ + 


was informed of rumors that the Americen Grarnhkovhone ‘Com- 


i 
| pany was going to manufacture Dise Talking Machines,, con- 
Ht 
ui 


i 


| trary to the provisions of the License agreement, that agree-+ 


me 


|; ment bein; sxciusive to the Compiainant. 1 thereupon 


called upon Mr. Mauro, at his office in this City. lL t6u 


| telling him that I considered the Lisence exclusive. Ee seis 


oa 
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x 


A 


bee were eoas 


x 


varie ley, crooner sere Nee fe eee 


ithat it was not true; but that his understanding was that. 


> nm 


ithe Lisence was not exclusive, insofar that it permitted 


i 


The American Graphophone Company to manufacture Disc Record | 
7904 | 


pees About the Seventeenth of September,a Receiver 

lof e National Gramophone Corporaticn had been, or was : 
labout to be, appointed, and inasmuch as The Universal Talk- : 
bs Machine Company wes almost wholly supplied with its funds, 
ne) transact business by the Gramophone Corporationn the ques- 
sion as to what would happen to the Lisence Agresment between 


| 
f 
| 


‘Tne Aesrican Graphophone Company and The Universal Talking Ma- 


chine Company was placed before me, for my advice, and 1 then 
Igo) 


phat is to say, September 17th, wrote a letter to Mr. Mauro,an 
zy i 
jextract from which reads as follows: 


"The matter of the contrect tetween the Graphophone Com- 
any and the Universal Company has lately been placed before 
s for our advice. Before advising the Company, however, 4 4 
vould very much like to talk to you concerning it, and, in re- 
seipting for the check, will vou kindly write me hen — will 
e in the City, and at what time, when you aze in ihe City 
be convenient for vou to see me?" 


ov 
= 
J+ 
\-4 
Te 


Some time after this I called upon Mr. Mauro, and told 


fim I --anted to 6ei1 him the situation, and that was that The | 
i 
Fational Gramophone Corporation had become ‘holly insolvent, 
nad would go out of existance; tit that we vould so arrange 

t that Tie Universal Talking Machine Company would continue 


» amd continue to manufecture and sell Dise Record 


alking Machines. Mr. Mauro stated th nat he would be very 


4 
o ¢ 
Pu 


to have the Company gst in'o strong Tineancial hands. 
ce. was nothing breathed, ur to this time, as to any a- 
the License. lt was thoroughly understoon 


oa —? 
yetween us, and that vas the sense of our conversations, that 


the License was still in force, and that The Universal 


shh ces Machine Company was man- 
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ufacturing Machines, and doing business under it, and this was | ; 


the understanding after the Sheriff's Sale, The Sheriff's 


| Sale took place on October 28, 1901. Shortly after that 


} 
2 ; 
Sale, to wit: about the First of November, 1901, I wrote to 
) 

Serra ee 5 ae 

Mr wauro with reference to ee litigation in Furope, in which 
{ 

| 

} 


king Machine company was interested, and I 


+ 
{ 


The ypniversal Ta 


now quote this letter to Mr, Mauro, and his reply to it, to 


show that the understanding clearly, at that time, to wit: 
after the sheriff's Sale, was that the License Agreement was 
still in force, and rhe Universal Talking Machine Company still 


doing business, My letter to Mr, Mauro is as follows: 


\ "November 2, 1901. ~ 
i "Philip Mauro, Esq., 


"My dear Sir: . 

{ "I wrote Mr, Prescott, at Berlin, what you suggested 
| in answer to mine, asking your company to assist Prescott in 

‘ Obtaining Patent on the Zonophone Motor, I tce-day received 
'an answer from him, an extract from which I take the liberty of 
_inclosing. us myself do not believe anytning of the kind, and 
/am sure that the result of sending you this extract from Pres- 
'cott's letter will make your Company go out of its way to show 
that there is no truth in his suspicions." 


"(COPY) "Berlin, S.W., 68. 
i "October 22,/ 1901. Ritterstrasse, 71. 
"George Carlton Comstock, Esq., 
t "31 Nassau Street, New York. 
"Dear. Sir: 
| "Yours October 12 received, I return you the Circular 
Letter 405, as per your request; also I return the letter from 
Pparxer Smith. IT have noted the letter frou Mr, Mauro, and am 
not surprised at its contents. fe long as you pay the Gra- 
‘phophone company a royalty on Zonopnone Machines, they are in 
iduty bound not to stand in the way of your cetting Construction 
Patents upon tnose -; wwecrines. L Consider the eraphophone CCHi- 1. 
Ipany a halp “1are tot uA Gramophone Company, in trying to pre- 
vent us from obtaining a patent on the Zcnophone Motor, a 
distinct breach of gcod faith, where the relations of éne party 
‘paying royalties to another should be exceedingly close and 
jeordial. The only reasor: I can account for the Graphéne Com- 
pany's position in the matter is that they are going to put 
‘their own Dise Talking Panhlwe on the market; and consequently 
‘anyone obtaining Patents on similar Vachines ere enemies and 
competitors; and they vee ae appear friendly, while they ac- 
icept your royalties, but when it coxes tc a crucial test of 
friendship, as in the present instance, their friendship is 
found wanting. In my oj inion, the graphophone Company will 
bear very close watching, as I think they will accept your roy- 
elties until such time as they are ready to put their own Disc 
Talking M@chine on the market, when they will promptly knife 
you." (eg dF we, Fecazda) 
| "Very truly yours 


"George “cariton Comstock 
5 Raymond R. Wile 
= Resear¢h Library 


Mr. Mauro answered this as follows: 
Ht 


| "George Carlton Comstock, Esq., 
i "31 Nassau Street, 
"New York City. 


i 

i "I have yours of the 2d instant, and am obliged to ycu 

| for communicating to me the contents of wr, Prescott's letter. 

' IT shall not, of course, maxe any reply to his insinuations, and 
| I am very sure The Americen Graphopnone company will not go out 
of its way to disprove his suspicions, If I have not already 
made it clear, I desire to say that the application which the 
Columbia Phonograph company is said to be orposing is one that 
would cover, not our new Disc Machine, but the standard Gra- 
phophone, which we have been making and selling for many years 


past, 
"Yours very truly, L 
"Philip Mauro." 


‘the plant of phe ypniversal Talking Machine Company had been 


\ 


seized by the gheriff, under Executicns issued at the instance 


: 
In the mean time, that is to say, on October 28, 1901, | 
| 
of various Judgment Creditors who had obtained Judgments against 
i 
; 


_ the company. Just prior te the time wken these Judgments 

|were cbtained I had & talk with Mr ' George H. Robinson and ér. 

| Frank J. Dunham, who were the holders of record, as Trustees 

, for The ;ational Gramophone corporation, of all, or nearly all, 


ia the papital Stock of the Universal Talking Machine Company. 
'T advised them to make some arrangement if possible to take 


t 


“care of these Creditors' claims, in order that the business of 


Talking Record: Machines, might not te interfered with. This 
advice ~ gave partly for business reasc¢ns, and partly for legal 


‘reasons. The business reasons were that there were orders 
; 
coming in every day for Dise Record yachines, which it was 
t i 
‘profitable to fill; also that the company had a factory and plant | 
j A 


The yniversal ralkins Machine Company, in menufecturing Dise 
tf 
| 
i 
| 
i 


with a large number of trained employees, whose places it 


it 
i 


would be difficult to fill if they were discharged by reason of 


i 
| Stoppage cf business, and obtained other employment. This was 


= 
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"New York, November 6, 1901. : 
| 


| notably the case with a Mr, Valiquet, the superintendent of \ 
the Factory, and Mr. Cheney, whe had charge of its Laboratory 
for making Records, The main legal reason was that I con- 


sidered the License with The American Graphophone Company to 


ve of value, and, in any event, of sufficient value to warrant 

, : ‘ / 
, the continuation of the company -~- that is, of The universal 

! 

i; Talking Machine Company. Messrs, Eobinson and Dunham answered 


| that a continuation of the old ccmpany 


meant the payment of all 


certained the number of creditors, and amounts of their claims, 

they were not yet prepared to decice whether or not to continve 
. The yniversal talking Machine Company; and that they thought it 
best not to pay the claims in suit just at that time, and then, 
lar execution were issued upon these Judgments, they would buy 
in the property for the benefit of the company, and I could 
arrange with the Sheriff, when he made a levy, so that he would 
‘not stop the business, or interfere with the operation of the 
imactory or of Filling orders, That in the mean time they 
would have a thorough investigation meade, so that they would 


sobn be in a position to decide whether they would continue 


The yniversal Talking Machine company or not, and that if they 


t 
| 
of its creditors, and that, inasmuch as they had net yet as- 


decided not to continue the business, then the plant would 


j 
still belong to the old company, subject to the repayment to 
| 
' 


tnem of whatever they had expended upon the Sheriff's Sale, in 
, buying in the plant, Executions were issued upon the several 
Judgments, and the Sheriff thereupon made a levy. I, however, 


\ 

arransed with him so that he allowed the business to be con- 
‘tinued, the pactory to be operated, and orders to be solicited 
and i Thereupon the Sheriff's Sale took place on Octo- 
[ A 


ber @@skh, in the morning, and the business of the Company was 


‘interrupted for about three hours. All of the tangible pro- 


7. 
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perty of the Company was scld, and purchased by Mr, Edward S. 
Innet, who was acting for Messrs, Dunham and Robinson, The 
baer upon the gale, attempted to sell to Mr. Innet, not 

aie the tangible property, but also the intangible property, 


| __ ps controls avd ficeciap eu g ; 
| that is to say, in the patents described in Lot Ts; and in Lots a, 


| 


| though it perhaps would have mace no dirference, I advised 


| 
7 


“The Universal palking Machine Company that the Sheriff could 

| not deliver anything but the tangible property, and that if 

“yr, Innet, acting for The yniversal Talking Machine Company, 
intended to continue the business, further action on the part cf 

Fk company would be necessary as to the patents and Con- 


tracts. After the Sheriff's Sale, to wit: about the 21st of 
/G0/ 


November, Messrs, Dunham and pobinson advised me that, while 


i 
! they had not finally decided as to whether they would furnish 
i} 

| 


iets company sufficient money; to continue its business for any 
length of time, they would, nevertheless, through Mr, Innet, 


keep on furnishing money to pay the claims of pressing credit- 


‘ors, in order that the business of The Universal talking Ma- 
| 


chine company might be continued until their final decision, 


‘In pursuance, therefcre, of my advice, and of the offer of 
i 


‘Messrs, Dunham and Robinson, the Directors of The Universal 


‘Talking Machine Company’ met, on November 22, 1901, and took 
| 


action as follows. I quote from tne Minutes of a Meeting of 
‘the Directors of The Universal Talking Machine Company, hela 


on November 22, 1901; 
! 2909 o/ SS 

"MR. COMSTOCK peports that on ates wes Sheriff's 
Sale of the tangible property of the company took place, and 
the property was sold by the sheriff, and purchased by ier , 
ERdadward S. Innet, acting in behalf of Messrs. Robinson and Dun- 
ham and the peorganization Committee; and that wr  Innet, as 
such Trustee, intends to continue the business of’ the old 
Universal Corpany temporarily, and for a reasonable time, un- 
til some plan of reorganization is formulated and acted upon; 
and that some arrangement should therefcre te made with Mr 


8. 
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| 9 and 10, atteched to Mr Hill's opposing Affidavit; and al- % 


| 
| 
| 


| 
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Innet, whereby he should have the tsswe of the remaining pro- 
perty of the gompany, particularly of the patents, Trade- 
| Marks, and contracts; end that he is authorized to state for 
(yr, Innet that, if such arrangement be made, wr Innet will 
continue the business for such reascnable time, 

"MR. COMSTOCK also states that, in order that the remain- 
ing property of the company may not be taken and disposed of at 
the instance of creditors, certain advances of money are imme- 
' diately necessary, amounting to not less than $4,000. 

t "Upon Motion, culy seconded, it was thereupon unanimously 
t "RESOLVED, That the Officers of this company be directed 
to accept the offer of Mr, Innet, upon condition that he at 
once advance to the compar.y, for its own purposes, the sum of 
$4,000, and also assume the outstanding accounts payable of the 
Company; 4nd, upon such conditions being fulfilled, to trans- 
fer to him its interests in patents, Applications for patents, 
anad prade-Mark and yatrices; and also that he be allowed the 
use and benerit of the contract of this Company with The Intere 
national Zonophone company and F. M. Prescott, and also L. P. 
Valiquet and George K, Cheney; and that he be allowed to manu- 
facture, for the account of the company, and as its Agent, un- 
Ger the yicense Agreement of the company with The American 


Graphophone Company. 
"MR. INNET, being present, accepted the conditions," 


Mr, Innet thereafter advanced the sum he egreed to, and \ 
assumed the outstanding accounts payable of phe ptniversal Talk- 
| ing Machine company, paid them off as they became due, and con- 
_tinued to ranufacture and sell, for the account of the company, 


‘and as its Agent, Disc Talking Machines and Sound records. He 


continued under this arrangement until to and including pDe- 


| 190/ 

_cember 51, when a new Company was formed, called The Universal 
i a 

Talking Machine y,amfacturing Company. It was organized by 


the same persons who owned or controlled the ctock of mhe Uni- 


versal palking ifachine Company, and except that it was organ- 


~~~ mers hae capncamenee — ~~~ I AAS ER Ee EN STAI ART 


ized as a separate Corporaion, was the same in interest as the 

old corpcration, that is, as The yniversal talking Machine Com- 
‘pany. It was at first intended to change the Charter and in- 
crease the oatock of the old Company, and not have a separate 
Corporation, but there were certain reasons why this did not 

(Seem feasible just at that time, and therefore the Directors a 


i : i ~ 
and qgtockholders of the old company decided to organize a new 


9. 
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Company, which would act to the old Company somewhat in the 
same relationship as the old Gramophone Corperation, but for a’ 


limited time only. One of the principal reasons was that, by. 


reason of the sheriff's sale, the credit of the old company had 
become impaired, ard it was considered wise that for awhile, 
and until the eéféct of the Sheriff's cale had passed off, a 
new Corporation, with fresh credit, should do thé trading. 


Thereupon, and preparatory to the new Company taking over the 


| business of manufacturing and selling for the account of the 


old Company, the following arrangement between the two com- 


— 


panies was made, I quote from the yinutes of a Meeting of the 


Directors of the old comany, held on pecember 17, 1901. 


"MR. ROBINSON states that a Company, called The tniversal 
Talking Machine yxranufacturing Company , hes been agreed upon by 
the committee on ‘peorganization, and is about to be incorporat- 
ed; and that it may be necessary’ to certify to the Secretary of 
State the right to the new Company to use a name similar to 
that of the present yniversal Talking Machine company; end 
therefore suggests that some agreement be made whereby such 
Certificate to the secretary of atate may be authorized Mr, 
Comstock suggests that,while the new Company avent—te_bhe—fersed 
is formed for the benefit of te Stockholders of the old Con- 
pany, and that while, in that sense, the formation of the new 
Company might be called a fpeorganiz sation of the old Company, { 
nevertheless he considered it desirable that the distinct en- 
_tities of each Company should be preserved; that therefore a 
\formal agreement should be made, or some formal resolution be 
| passed, covering the relations of the two Companies tc each 
jother; and thereupon wr, Comstock sugsests the following Resc- 
lution, that is to say: 
"RESOLVED , Ela the new Company be authorized te manufac- 
, ture and market Dis c Talking Machines snd Dise ,ecerds for the 
account of the esent Universal Talking Machine company, re- 
taining for its services Fifty per cent of the net profits, af- 
ter deducting therefrom the fixed dividend on the preferred 
‘gtock; that is, for the services of the new Company; the remain- 
.ing witty per cent of the profits to go to the credit of the 
'pre sent company. Also, that the new Company pay the remaining 
outstands ng accounts payable of the old company, and the ro:a1- 
‘ties due and to become due by the old company under its picense 
Agreenent with The American Graphophone Company, all for the ac- 
count of the old, that is, the present, Company. That the 
‘present Coripany have the "right, at any time, under this ar- 
‘rangenent, to take pack the plant and business, as the same may 
‘be acquired and developed by the new Company , at 
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plant, plus the amount expended by it in advertising and de- 
veloping the business, and plus all moneys advanced or used to 
pay the debts of the old company, with Six per cent interest 
added; and that, in any event, when the amount of the profits 
to the present Company under this Agreement are equal to the 
price above stated, at which the present Company may buy, then 
the entire business and plant, Patents and Applications for 
patents, and Trade-Mark, shall be transferred or retransferred, 
as the case may be, to the present Company. 

"RESOLVED, FURTHER, That this Agreement contemplates the 
use by the new Company of the services of Messrs, yaliquet and 
Cheney, and aiso the right to act in behalf of the present 
Company under the present Company's Contracts with Mr, F. M. 
Prescott and The International Zonophone Company, and also, 
necessarily, the right to manufacture, use, and sell, but fer 
the venefit, as aforesaid, of the present or olc Company, Disc 
Talking Machines and Sound ,ecords, under the License with The 
American Graphophone Company. 

“RESOLVED, FURTHER, That ujon compliance of the new Company 
with the conditions aforesaid, it be allowed to make such rea- 
secnable use as it sees fit, either in its own title or other- 
wise, of the name of the present Universal Taiking Machine 
Company. 

“RESOLVED, FURTHER, That Mr, Edward S.-Innet, acting fer 
Stockholders of this company, be requested tc transfer to the 
new Company, under the Agreement covered py the aforesaid Resc- 3 
lution, upon payment to him, in Capital Stock or otherwise, of J 


| 

| 

a price not to exceed the cost price to the new Company of the 
: 


such price or sum as he may agree upog with the new Company, 
the property heretofore purchased by him at Sheriff's Sale, 
heretofore conveyed 637 him this Company." 


Thereafter the pirectors of the new company, that is, of 


The Universal Talking Machine yanufacturing Company, met and 
ratified this arrangement, and Mr, Innet transferred to the 

new company what he had purchased at Sheriff's Sale, and also i 
such Patents as had been transferred to him, and the new Com- 
pany was allowed the use of the property of the old Company 
still in its name, that is to say, its Contracts with Messrs. 
Cheney and yaliquet, its contract with The International 
Zonophone Company, and its Contract, that is to say, the Li- 
cense in question, with The American Graphophone company; 

and the business of the new company is proceeding under this 
arrangement. On yanuary First, 1902, the new Company began 


active business, It paid off-all of the debts of the old 
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Abts ecanred by 
Company, except certain Mortgage Bonds, secured by Mortgage 
upon the plant of the old company, which had not matured. ad 
however, paid the interest called for by these Bonds. So that 
the old company now has no debts except those represented or | 


secured by these Mortgage ponds. The debts so paid off 


amounted to about $10,000. In addition, the new Company has 


spent many thousand’ dollars in emlarging and improving the 

pliant and factory, so that its sales might be increased, and 

nore royalty earned under the PPEnE , As a matter’ of fact, 
: tr dd Tt bucen 

as will be seen by the annexed AAs of Mr. 4 ; the 

amount of royalties earned has been largely increased since 

the new Company took hold as Asent for the old Company. In 

tne mean time, however, The American Graphophone Company had 

begun to manufacture and sell Dise pecord Machines, thus violat- 

ing the exclusive conditions of the ;icense Agreement. While 


4 


the measures were pending to relieve the financial embarrass- 
ment of the old Company, the situation was so liable to chanse 
that littie could be cone in enforcing, or attempting to en- 
force the fulfilment of the License Agreement upon the part of 
The Anerican Graphophone company. When, however, the new 
Company had become established, the Directors consulted and 
advised with me, and advised that something shovld be done 


towards settling the relations of the new Company with The 


American Graphophone Company, adjusting the amount of royal- 


ties due, and preventing the Graphophone Company from further 


violating the exclusive character of the License. I there- 


upon put myself in communication with Mr Mauro, and on January 
SG 02 : 
we wrote to him as follows: ~ 
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| "January 30, 1902. 
"Philip Mauro, Esq., 

= "My dear Sir: 

"I shoulda like to see you personally as to the mat- 
ters between The universal Talking Machine company and The 
American Graphophone gompany, and shovld like the interview to 
be as soon as you can conveniently make it. Let me know when 
I can see you." . 


i 
| 
| I thereupon called upon him, and told him that The Uni- \Y 
versal malking Machine company, that is to say, the ola com- 
pany, had made an arrangement by which it could contdnve in 

| business through an Agent; that I desired to fix up the matter 

of tne royalties; that tne License Agreement provided that one- 
half the royalties should be paid in to a Trust Company; that 

I understood that this was not being done. Mr, Mauro said 

that an arrangement had been made with tne officers, particu- 
larly Mr La Dow, whereby this clause of the License Agreement — 
had been waived; and the point thereupon turned upon whether 

this was so or not; for if The American Graphophone company was 


| to receive all of the royalty, then The Universal Talking Ma- 


| Chine company still owed it royalties; whereas, if it was tc 

/receive but one-half, then it had been overpaid. Mr, Mauro 

also stated that he did not consider the License exclusive; 

that the intendment of the picense was that The American Gra- 

phone Company should have the right to manufacture Disc Re- 
anata 

cordy, and not The yniversal Talking 


A, 


ly. we told ie that Mr, L@ Dow mew all about it. JI there- 


rachnine Company exclusive- 


Lod 


upon told him I would see Mr, La Dow. T then telxed with the 


officers of Tre Universal Talking Machine Company, and thereupon 
wrote to Mr, Mauro the following letter, which expresses the 
‘position of the Universal Talking Machine Company from the very 
outset: 


i 
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"February 6, 1902. 


- 


"Philip Mauro, Esq., 

"Dear Sir: ; 

"Referring to the License Agreement between The 

American Graphophone Company and The universal Talking Machine 
Company, dated April 6, 1900, the position of The Universal 
Talking Machine Company is as follows: 

"First, That the License is still in force. 

"Second, That it is now, and claims to have been at ail 
times, ready to pay the royalties as provided for in the Ii- 
cense Agreement. 

"Third, That so far as the persons at present in control 
of the universal Talking Machine Company are concerned, their 
best information is that the company has paid, and perhaps ; 
more than paid the royalties provided for by the Agreement. 

"Fourth, That under Clause Seventh of the Agreement, your 
Company should purchase such Talking Machines, Sound pecords, 
and accessories as you are using in Dise Machines, from The 
Universal Talking Machine Company. 

Fifth, Following this last, that the License is an ex~- 
clusive License to The Universal Taiking Machine Company, 
so far as Talxing Machines constructed and organized to repro- 
d 


Teas 


g& 
uce from zig-zag pecords are concernad, and,except in so far 
as the Agreement provides that your Company should be a selling 

agent, the License also excludes your company. 

"In explanation of the above, the books of the wniversal 
Company show that the amount of royalty which shovld have been 
credited up to -eptember 17 is $8,746.67, and from ceptenmber 
to pecember 31, $1,097.30, making a total of $9,842.97. On 
account of this your Company has received, in cash and merchan- 
dise, $8,539.10. Under the Third Condition of the Agreement, 
however, text one-half of the royalty should have been paid to 
you, that is to say, there should have been paid to you $4,921. 
48, The otner half should have been paid into the Trust Com- 
pany, Your Company has, therefore, been overpaid $3,617.51, 
which amount should have been paid in to the Trust Company, 
our Company paying in the balance of $1,303.78. May I ask 
you to make definite answers as to whether you agree to each 
one of our severai positions, as given above, and, where you 
disagree at ail, please state in what respects you disagree, 
and the reason for such disagreement. We should also be glad 
to receive from you, in case you substantially disagree with 
any of our positions, any suggestions as to an adjustment of 
the disagresment, which suggestions would include errangemenits 
as to the future relations between the two Companies. 

"Thanking you in advance, we are, 

"Yours very truly, 
"George Carlton Comstock," 


ee ee el i ie 


On February 7 Mr Mauro answered me as follows: 


"New York, February 7, 1902. 
"George Carlton Comstock, Esq., 
"Sl Nassau Street, 
"New York City. 
"Dear Sir: 

"I have your letter of the 6th instant, regarding the 
License heretofore granted by The American Graphophone Company 
to The U"iversal palking M@chine Company. To reply in full 
detail to all the points presented would require time for in- 
vestication of accounts, etc. I will therefore state briefly 
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_ business under it, 


| Agreement has not been paid, 
:« referred to in your letter 
; versal Talking 


the position of rhe American Graphophone Company on the main 
points in question. 

gh That the zicense is no longer in force, having been 
virtually surrendered by the yicensee, who has ceased to do 
and whose effects, "ineluding the equipment 
necessary for the business, have beem sold at Sheriff's Sale. 

"2s That failure and refusal to pay royalties is not 
convincing evidéncesof readiness to pay. 

a That the full amount of royalties due under the 
The modification of contract 
was made by the officers of The Uni- 


Machine Company, and the parties have acted | 


under it. | 
"4. That The American Graphophone company is not obli- 
gated to purchase the articles from The Universal Talking Ma- 


Da 


chine C olpany. 


"5. It was never contemplated or intended that the Li- 1 
cense should exclude the grantor. 
"From the foregoing it will be seen that there are radical 


disagreements between our respective clients, and I venture to 
suggest that it would be much easier to arrange a new Agreement, 
adaptable to existing conditions, than to endeavor, by litiga=- 
tion or otherwise, to settle the points in controversy. 


Kk — Be 8 


"Yours very truly, 


HILIP MAURO. 


Mr. Mauro, a day or two afterward, rung me up, and told m 


that he would like to arrange an appointment between Mer, Easton, 


the president of his company, and yr, Robinson. owing to the 


absence at a convenient time of one or the other of these gen- 


tlenen, that interview could not be arranged, but I did ar- 
range to meet Mr, yrauro at Mr, Robinson's office, and ~ there 

. ee f 
met him on mebruary 14. Mr, Robinson or myself then substan- é 


tially repeated to him what I hed told him in my letter, name- 


ly: that we held that the License was still in force; thet 


Sn 


were ready tc pay the roralties; and thet wa wanted 


phophone “ompany to purchase from us 


I told him that I had not investigated suf- 


at eet i 
ficiently to determine a patents as to the engraving 


graving process, 


process of making Records (claims entirely distinct from any 
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covered by the License) were valid satenmts, and that we would 
"consult Patent lawvers on that; but that we did not wart liti- 
' gation; we did not believe that was the proper way to do busi- 
“ness; and if we could arrange the matter satisfactorily to all 
parties, we would much prefer tc do s0; and that that was the 


_reason we wanted to get scme amicable arrangement if we possi- 


~~-————cncemey — > ana saNRARINTEN oe re + 


“bly could. Mr, wauro repeated his position, as outlined in 


= 


the letter wnich I have ahove quoted at length, ana either t 
gave us a memorandum, being the memorandum stated in his affi- 
davit of what his company would do, or else sent it to me 
later, We told him that we would consider the matter, and 


let him know, He said that under neo circumstances could they 


rene enrrnranernane 


accept royalties now. We told him we were quite willing to 
pay the royalties, and if there was any dispute as to the 1 | 
Trust Company arrangement, we could leave that to arbitration, ; 
I returned to my office, and submitted the question of the eéen- 
graving process, for an opinion, to Mr, parker Smith and mr, 

H. A. West, both patent lawyers, There was some talk as to | | 
some correspondence on the subject that had passed between wr, 


La Dow, the former président of phe pniversal Talking tachine P| 


— 


Company, and Mr Mauro. I tried to get copies of this corres- 


SFO 
pendence, but had not succeeded on nebruary 24, and on that 
4 


day I wroté to Mr Mauro the following letter: 


"Philip Mauro, Esq., 
"My dear Sir: 

"Refore deciding upon the premises in the suggestion 
as to a Ticense for the Engraving process, I should like very 
much to have a copy cf the correspondence which I understand 
passed between yourself and wr La Dow on this same matter. 
we have no copy of the correspondence, either of the letter 
from you to Mr, La Dow, if any, or of the letter or letters 
from Mr, La Dow to yourself. I send this note in duplicate to 
you here and also to Washington. 

"Ypurs truly, 
"George Carlton Comstock," 
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_Patent, to wit: a patent called the "Jones patent." There- 


| upon I wrote to Mr Mauro that I would investigate that matter, 


‘as to that. Thereupon The American Graphophone Company brought 


there should be instituted suits against The Universal Talking 
Machine yranufacturing Company for elleged infringement of the 


_the matter and report to you my conclusions on a day certain, 
_prior to which day the suits were begun. 


,tion has been brought, we think that this is covered by the Li- | 


Universal yalking M*chine tyamfacturing Company is not ® privy 


At that time I understood Mr, Mauro was in washington. 
we thereupon submitted the matter of whether cr not the en- 
graving process of making Sound pecords wes an infringement 
upon certain claims of the patents to Messrs, West and Parker 


gmith, pefore Messrs, Smith and West had given us their opin- 
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ions, and before I had further communicated with Mr. Mauro, 


ufacturing Company, claiming that it was infringing some other 


and would iet him know in a short time what we intended to do 


tinteand-tioether actions against Tne universal talking Ma- 


Chine --anuracturing Company, and thereupon I wrote Mr, Mauro 


the following letter: 


: "New York, March 31, 1902. 
"Philip Mauro, Esq., 
"My dear Sir: 


Mr Mauro wrote a letter to The yniversal talking Machine jfan-. 
"We were somewhat surprised that through your office | 


Jones patent, and for alle;ed infringement of the Bell & Tainter 
patents, inasmuch as I wrote te you that I would investigate 


"However, I do not know that my conclusicns would have 
changed your course, because, efter looking at the Jones Ppat- 
ent, we do not think that it is a valid Patent; and, as to the 
claims of the Bell and rainter ,atent, referring to the en- 
graving process, end without admitting that we infringed these 
claims, we have come to the conclusion that these claims can not 
be sustained. As to the Moveable Arm, on which the third ace 


cense to The yniversal yalking Machine company; and while The 


to the License, nevertheless it is manufacturing under an ar- 
rangement with the universal rpalking M*chine Company, for the 
benefit of The yniversal Talking Machine Company and its Li- 
censor, In this case it is menufacturing under the protection 
of the yicense, As you know, The universal Talking Méchine 


Company has been anxious to live up to the terms of the pi- 


censé as they read, and has at all times been willing to fulfill 
these terms; the only dispute between us, aside from the 
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pany, instead of to the crap 2veel ormpany direct, we think 


was manifest to him that the condition of affairs was cne 


question which you raise, that the License had terminated, 
having been as to whether a proportion cf the royalties should 
be paid into the rrust Company, or paid directly to you. 

Our position, as you know, has been all along that the License 
has never terminated; that we were acting under it; and that 
point we shall insist upon. We can not bring ourselves to 
conform to your view,that the License has terminated, because 
uch view is not in accordance with the facts as we know them, 
The only point of our contention being, therefore, that the 
one-half of the yicense fees vee be paid to the Trust Com- 


tnat sou ought to stipulate wi ff us ta allow us to deposit the 
money in the Trust Company, te the extent of one-half of the 
royalties, and then agree with us, either to arbitrate or refer 
the matter, so that we can get to a speedy determination of 
where the money belongs, if your contention be right in this: 
respect. 

"I think this is only fair, in view of the fact that if, 
in the present condition of the columbia Phonograph Company 
and whe American Graphophone Company, we should pay it ever to 
either one of these Companies, and it should be deciced that we 
were réght in our contention, namely, that one-half of the 
funds should go to the trust Company, in that case we probably 
would never get it back from either the craphophone Company or 


the phonograph Company. Kindly let me hear from you at once. 2 
"Very truly yours, a 
"George carlton Comstock." 


Mr, Mauro answered this letter on April 2, 1902, reiterat- 


ing the position taken by him on +€bruery 7, stating that it 


which coulc only be settled by the courts, snd also that the 
point which I suggested submitting to arbitration or reference 
presented nothing to either arbitrate or refer. 


I thereupon, in answer to this, wrote a letter to The 


American Graphophone Company, and inclosed it to Mr Mauro. 


The letter read as follows: 


| 
"April 14, 1902, Ss | 
"American Graphophone Company, 


"Dear Sirs: 
"I send you a Statement of the poyalty Account up to 
March 31, 1902, inclosed, which, of course, you are at liberty 
to have verified, in accordance with the terms of the License 


Agreement. The "total sum amounts to $10,574.12. According 
to the terms of the picense Agreement, one-half of this sum is 
$5 , 287.06. Our understanding of the situation, therefore, is 


that you should receive $5,287.06, and there should be depo sit- 
ed with the Trust Company tne other half, to wit: $5,287.06. 

Our books, however, show that you have received $6, 039,10. 

You should therefore remit to ws $752.04; and if it be true 
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that the amount originally deposited by the company in the 
Trust Company was thereafter taken by you, and is not among | 
your debits which go to make up the $6 039. 10, this amount 
alee you shouiag return to us, for deposit in the Trust Company. 
"With reference to the claim advanced by Mr, Mauro, to the 
effect that by permission of wr, La Dow, or because of Some 
arrangement made by Mr, La Dow, “it was Zereed petween your Com- 
pany and the pnive ersal “malking "vachine company that the amount 
to be deposited, under the Agreement, with the Trust Company 
was to be paid to you direct, I do not find any record of such 
agreement on the books of the Company, or any authority given 
to Mr La Dow whereby he had any right to make such arrangenent; 
nor a6 we find anything whereby we.can infer tnat, if such ar- 
rangement were in fact made, there was any consideration there- 


for. Any further enlishtenment on this point that you can af- 
ford us we should be glad to receive. So far as the present 


_ Directors and officials of the Company are concerned, they 


must act upon the written agreements, and what the records of 
the company show. They desire, however, to live up to the 
terms of the License, and if such arrangement with wr, Mauro 
was in fact made by an officer of the Company, duly authorized 


, to make the same, or if the arrangement was of such a nature 


that it is the company's duty in equity to ratify it, we shall, 
of course, respect it. 
"Yours very truly, 
"UNIVERSAL TALKING VACEINE COMPANY, 
"By George Carlton Comstock, Attorney." 


This ended the negotiations. I have stated all of the 
matters at considerable length in this Affidavit, even to the 


extent of inserting as quotaticns the letters in their entire- 


| ty. I have done this to emphasize the following facts: 


FIRST. That The Universal Talking Machine company has 
never gone out of existence, cr ceased to do business under the 


License, 


SECOND. That so far as the royalties are concerned, 


which is the only equity to The American Graphophone company 


under the License, the present arrangement of rhe Universal 


Talking Machine Company is such that its sales of Disc Record 


Machines under the ticense,” and consequently the royalties to 


be paid thereunder, have very greatly incressed. And, 


| 
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THIRD. That The Universal talking Machine Company has 


never been insolvent, nor has its property ever been sold, so 
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| that the title to the property passed out of its control, And, 


FOURTH. That it has not only paid royalties sccording 


/to the terms of the yicense Agreement, but up to the time of 
the refusal of mhe American Graphophone company to accept fur- 


' ther rovailties it had overpaid The American Graphophone Com- 


pany. And, 


> 


FIFTH. That the present contention, advanced in Mr, 


Mauro's Affidavit, that The American Graphophone Company is 


.no longer honoring the zpicense, because of the Sheriff's gale 


and its alleced insolvency of the universal Talking Machine 


Company, is a mere subterfuge , inesmuch as it now appears 


that The American Graphophone company, long before the Sheriff's 
Sale, had made preparations to manufacture and sell Disc Talk- 
ing Machines, in violation of the License Agreement; then stand- 


ing only upén the ground that the License was rot exclusive 


as to it, The American Graphophone Company. And, 


FINALLY, That The Universal Talking Machine Company has 


‘always been able and willing to pay royalties; and that the 


only reason that it has not paid royalties is because The Amer-' 


i 


ican Graphophone Compeny has refused to accept them. 


ae 


Se TO BEFORE ME, THIS ) | 
eae ep 
J Pay OF OCTOBER, 1902 ) H 


Raymond R. Wile | 


Research Library 


Fol. 1. UNITED STATES CIRCUIT COURT, 


UNIVERSAL TALKING MACHINE COM-; 
PANY, : 


-against- 


H 
| 
| 
| 
Southern District of New York. 
| 
| AMERICAN GRAPHOPHONE COMPANY, aziite 
| 


| COLUMBIA PHONOGRAPH COMPANY. : 


i 
| 
| | 
| COUNTY OF NEW YORK, ss: 
says: 


My. Massey on behalf of the defendants, I state that I 

am the counsel for a large number of corporations, and 

owing to the amendment of the Act’ I advised all my corpora~ 
Fo } 

tions to file &N annual report in 1902, and they followed - 


| advice. 


| 

| 

: | 

In answer to the affidavit presented herein of | 
| 
| 

| 

) As to the suit against the Universal Talking Machine 


| 

Laehe Lag hase 
Company for /infringement of th Sx patent covering — 
| 

| 


> 
talking machines\ the defendants has set’ up thes Liweien 
in question as a defense, claiming that it manufactures 
E atu 
under that license a PESnSR, and it has served notice that | 


it will take testimony under this plea on October 15th. 


Testimony will then be taken, and the testimony in support 


|. of it will all be in on or before October 17th, 1902. 


| Sworn to before me this : 
JE y of October, 1902. Alera nia 
wee “4 | . 
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| 
i 
| Southern District of New York. 
} 


UNITED STATES CIRCUIT COURT, 


— we ee wre wee ew wee ee wee eee we ew ee ee ew ewe eee 


| 

| UNIVERSAL TALKING MACHINE COMPANY, 
: -against- 

| AMERICAN GRAPHOPHONE COMPANY, and 


COLUMBIA PHONOGRAPH COMPANY. 


ne ee Sew M 


ed ee) 


COUNTY OF NEW YORK, ss. 


GEORGE H. ROBINSON, being duly sworn, says: I have 
read the affidavits of Mr Philip Mauro, of William E, Hills, 


and of Edward paston, submitted by the defendants in oppo- 


sition to the motion for an injunction herein. I have 
also read the annexed affidavits of george Carlton Comstock. 
I fully corroborate what Mr, Comstock says in his affidavit 
| as to the arrangement under which the Sheriff's sale of the 
| machinery of The universal Talking Machine Company was had, 
_and also as to the arrangement then made with vr. Edward S. 
| Innet, who then was acting for myself and wr, Frank J. 
Dunham, who at that time were the holders of record of the 
capital stock of The Universal Talking Machine Company; also 
as to the arrangement made between The Universal Talking Ma- 
, chine Company, this Complainant, and The Universal Talk- 

ing M@chine Manufacturing Company, under which arrangement 
The Universal Talking Machine Marmfacturing Company is now 
scien tracking and seliing talking machines under the 


| 
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license in question herein for the benefit of the Universal 


Talking Machine Company. I also corroborate Mr. Comstock 
as to what took place at the conversation between mvself 

and Mr. Mauro referred to in Mr. Mauro's affidavit. With- 
out going into the details of that conversation, the same | 
being fully set forth in Mr. Comstock's affidavit, I a 
too strongly assert that the position I then took was, 


first, that the Universal Talking Machine Company had never 


died, but always continued to do business and to manufactur 


and sell talking machines under the license in question 
either by itself or through its agent,, but always for its 
benefit, and also that the license was still in force and 
was an exclusive license, and that the defendants herein in 
manufacturing and selling machires constructed to reproduce 
from zigzag records and not purchased from this complainant 
or its agent were violating the terms of the license, the 
license being exclusive, and also that the Universal Talk+ 
ing Machine Company was ready and willing to pay the royal- 
ties due under the license, and also that the American 
Graphopnone Company refused to accept such royalties. Mr. 


Mauro claimed that notwithstanding this position, and 


assuming that the position was correct on my part, that 
nevertheless we were making records by the engraving 
process, and that this was not covered by the license in 
question, and that therefore, in any event, we were infring- 
ing, and that we should therefore make some arrangement as 


to the payment of royalties for records made by the engravi 
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| for by the license we would have to pay rovaities on the 


| 
oop 
Erocess in additicn to the royalties on the talking oped 
provided for in the license. I told him that that was the | 
first that I knew that we were infringing; that I would 
have an investigation made to ascertain whether it was a 
fact, that is to say, that we were making records by the 
engraving process, and if by so doing we were infringing on 


the patent, and that I would have this investigation made 


————— 
ee 


a 


at once and take the opinions of patent lawyers on that 


subject, and through Mr. Comstock would comnunicate with 


him later; that is to say, after I had gotten these 
opinions. I. asked him what proposition he had to offer if | 


it was decided that in addition to the royalties provided 


records. He thereupon read to me the statement mentioned in 
his affidavit. I told him iol, white bias part of the state 
ment wnich said that the license was abandoned and could not 
be revived he was clearly mistaken, and reiterated to him 


that the Universal Talking Machine Company was still doing 


business through its agent, and also that I considered 


| 
| 
| 
| 
| 
that the license was not only alive and working but also | 
an exclusive license. -In short, I took the position | 
| 
stated in Mr. Comstock's letter of February 6th, which is 
quoted at length in Mr. Comstock's affidavit. 
As to the license in question, this provides that | 
the minimum royalties shall be $5,000 a year, and as I | 
read it the only covenant in that license which can be con- 


sidered personal is the covenant to pay royalties, the 


equities of that covenant being that the Universal Talking 
i | 
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Machine Company shall push its business sufficiently so 


that the payments at the end of each*year shall amount to 


\ 
at least $5,000. It was with this in mind that the are 


rangement was made between the Universal Talking Machine 


Company and the Universal Talking Machine Manufacturing 


Company by which the new money should be provided and the 
the 
business pushed so that under the new arrangement royalties 
earned by the Universal Talking Machine Company should-very 
af 
much exceed the minimum provided for by the AIEEE, Soe 


| 
| 
amount of royalties theretofore earned by the Universal | 


Talking Machine Company without the aid of the Universal 


Talking Machine Manufacturing Company. The practical a 
of the arrangement between the two companies has anacnmttuiel 
ed this result. The amount of royalties earned by the 
Universal Talking Machine Company up to October 17th 7fo/ 
amounted to $9,068.84. Under the license in question one 
half of this was to be paid to The American Graphophone 
Company and one half to be deposited in a Trust Company 

to be repaid to the Universal Talking Machine Company in 
case of the favorable result of certain litigationd. So 
that at that time the amount to be paid to The American 
Graphophone Company would have been the sum of $4,534.42. 

At that time, however, there had been paid to The American 
Graphophone Company for royalty account $8,539.10, making 


JO) 
an over payment of more than $4,000, On October 17th, and 


AG © 2 
from then until January lst, the books were kept in the name 
A 
of Edward S. Inn&t, as Trustee for stockholders of the 
Universal Talking Machine Company, and royalties were 


earned to the amount of $774.13; and from the first of Janu 
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Foi.13 
ary, on the books that were kept by the Universal Talking 
Machine Manufacturing Company, acting as agent for the 

Universal Talking Machine Company, royalties were earned 


SF 8 2-~ 
amounting to $731.15. So that on March 31st when the 


eatin ieee een 


Graphophone Company finally broke off all negotiations 


looking to a settlement, and finally decided not to accept 


royalties, which refusals had in effect been made a number 


any more royalties, confirming the refusals to accept | 
| 

' 

| 

4 


of times in the course of three months prior to March 31st. | 


the total royalties earned amounted to $10,574.12, of 
t 
| 


shia NE A TO ON ANA ANt ED et 


. ©... 14 which half should have been paid to the American Graphophone 
Company for its own account, such half amounting to $5 , 267.06, 
and the other half shoula have been deposited in a trust | 
company. Notwithstanding this, The American Graphophone | 

*s Company had then been paid, or had taken for its own — 

“, royalties amounting to $8,539.10, showing an over payment of 

- more than $3,000, Since that time, up to October lst, | 

: 1902, royalties have been earred as fortoess | 

April $396.30 | 
" 15 May $292.55 | 
June $303.16 | 
July $228.30 : 
August $1,111.70 | 
| September $1,819.63 | 


Making a total of $4,151.64. Making a total of 


royalties to date of $14,725.76, an amount considerably in 


. eo) 


excess of the minimum provided for by the license. Of this 


amount the American Graphophone Company is entitled to 
| 
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$7,362.88. ee ak been paid $8,539.10. It has thus 
been paid $1,176.22 more than it is entitled to. The bal- 
ance should be deposited in a trust company pursuant to 
the comenant of the license, 


The American Graphophone Company before it finally 


broke off negotiations and refused to accept the royalties, 


Claimed that this covenant of the license had been waived. 
I made an investigation of this claim and found it unfound 
I am, however, ready on behalf of the Universal Talking 
Machine Company to tender all of this amount, that is, all 
of tne royalties unpaid, and without reference to whether 
they should go to The American Graphophone Company or to 
the trust company, into court; that is to say, to pay the 
whole amount into court for the benefit of whoever may be 
entitled to the same. 

As to the inference which Mr. Mauro desires to have 
drawn from his affidavit that the Universal Talking 
Machine Company, or the Universal Talking Machine 


Manufacturing Company as its agent, has in any way 


acquiesced or consented tnat the license in question as to 


the American Graphophone Company or the Columbia Phonograph 


Company snould not be exclusive, this is not the fact. 

On the contrary, both companies have always insisted that 
the license was exclusive. I did not know, nor 

did my company know, that the American Graphophone Com 


Wag ; 
pany cenAtennieted making zigzag record machines until 


Ee 


| 


ta@v piaced them on the market about the ah os October, 


enition 
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1901. I had heard a rumor to that effect in the early 
summer of 1901, and I mentioned the fact to Mr. Comstock, 
and he said he did not believe it, but that he would ask 
Mr. Mauro, and ne later on told me that he had seen Mr. 
Mauro and 4%) Mauro had told him that,wnile it was 
thinking about it, it had not decided to do it. In any 
event, inasmuch as we considered the license exclusive, 


before it did this it would let us know. The next I 


made by the American Graphophone Company appeared upon the 
market. In order to then appear upon the market the 
American Graphophone Company must have been making prepara- 


tions for months previously,all secretly, so far as we 


tO USie When tnese disk talxing machines first appeared 

in October nothing could be done, as at that time we did no 
know what the future of the Universal Talking Ha chine Com- 
pany would he. This was not decided until the latter 
part of December or the first of January, 1902. I then 


at once took steps witn Mr. Comstsck to comminicate with 


the American Graphophone Company,and Mr. Mauro to see what 


a 


were concerned, and in violation of its covenant and promise 


| 


j 


arrangements could be made looking to an amicable adjustment 


of the difficulty. These negotiations continued through 
March, 1902, when the American Graphophone Company broke 
off negotiations and started litigations against the new 
company on the engraved record process. Soon after this, 


that is, in April, in behalf of the Universal Talking 


oP 


Raymond R. Wile 
Research Library | 


uy 


Rt sce 


ere eee ee ee 


See eieretmaenanteatateemenensnnaittie detains sien santas aotai. cae. 


| 
: Fol.22 | 


Machine Company I instructed Mr. Comstock to take steps 

to enforce the license. The summer then came on, various 

papers were submitted, and finally, in September, this 

action was begun. The papers were drawn and affidavits 
orhain 

prepared long before the wis of the motion for the 

injunction in the engraved record case. The affidavits 


were not signed owing to the absence of or or the other 


of the persons interested, and therefore, the papers could 


not be served. 


Sworn to before me this 


S43 aa 


y of October 


«Se 
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UNITED STATES CIRCUIT COURT. 


a 


SOUTHERN DISTRICT OF NEW YORE. 


Cb ne an Ee oe i cw i Se OO a se i eS Fe ow es ee ee ee ee eine oe ene we ae el 


AGAINST 


AMERICAN GRAPHOPHONS COMPANY ANB 


COLUMBIA PHONOGRAPH COMPANY, 


4 ee ee ee ee ee eee 5 


' COUNTY OF NEW YORK, ss: 
FRANK J. DUNHAM, being duly sworn, deposes | 


and says: 


I make this Affidavit for the purpose of snowing 
tzat the present relationship between The pniversal Talk- 
| ing Machine Company and The Universal Talking Machine Manu- 
.facturing Company, with reference to the zicense in question 
‘herein, is similar to the relationship which existed between 
The pniversal talking M@chine Company and the yational Gramo- 


|phone Company, or Corporation, at the time the ypicense in 


uestion was made by The American Graphophone Company to The 


r 
= 
+ 


‘Universal Talking M*chine Company. That is to say, at the 


| 
t : - . : . ~ . 2 . 

; time tne License in question was granted, The Aserican Grapho- 
mee company had a suit pending against The yational Gramophone 


Company, to réstrain it from alleged infringement of certain 


‘Claims of the Rell and Tainter patent, in manufacturing Ma- 


ae constructed to reproduce from zigzag Pecords. The 


"y etn talking Machine company was not a pefendant in that 
' 


* ‘suit. The Universal Talking Machine Company at that time 


Le 
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| 
time was owned by The wational Graaophone Company (or Corpora~| | 
| tion), and was its creature. It manufactured Talking Machines, s 
and delivered them exclusively to The yational Gramophone Com- 
pany, or corporation, and rhe yationel Gramophone company, or | 
| Corporation, did all “he selling, and provided all the money. 
| All of this was known te The American Graphcphone Company when | 
it made the ;icense in question, Thereupon the i cense in 
question was given, The National Gramophene Company consenting é | 
| to a Decree by confession as to the validity of the zatent, | 
in return for which the Licerse was given to The Universal 
Talking Machine Company, it being understood that the relatiors 
between the two Companies would continue as before; that is, 


| The National Gramophone Company, or cor, ocration, was to con- 


tinue to do all the selling and mérketing, developing the 


oJ 


business, and furnishing all the money, while rhe tmiversal 


, Talking Mechine company was to-continue to be its creature, 


| The wational Gragophone Company, or corporation, owning all of 

its Stock, This arrangement continued up to the time when 

| Mr, Innet came and took the place of The yational Gramophone 

| Corporation, acting as Trustee for certain of its stockholders, 
| 

‘and for Stocknolders of the Universal Talking Machine company. 

Thereafter The universal Talking Machine Manufacturing Company 
took yr, Innet's place, and hes since continued to act towards 

Tae yniversal Talking Machine Company similarly to the posi- 

_ tion occupied toward it formerly by The yational Gramophone ! 
| Company, or Corporation, which position was in contemplation 

and in the minds of the parties when the picense in question 

,Was made, the only difference in the positions being that, while 


jthe yational Gramophone Corporation used and sold under the 


‘Licens sé ing } i 
5 cense, The Universal Talking wachine Manufacturing Company 


i oe 
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manufactures, uses, and sells for the account and benefit of 
Tne ypniversal Talking Machine company, under its yicense. | 
And furthermore, while in the former case The yational Gramo- 
phone Corporation took a very large proportion of the profits 
of The universal talking Machine Company, now the yniversal 
Talking tachine yranufacturins Company takes only one-half of th 
profits for its service, and the business and plant now 

being developed by The yniversal Talking Machine ywanufacturing 
Company is developed not for its own account, but for the ac- 
count and benefit of phe yniversal palking Machine company. 

My knowledge as to the foregoing facts is derived 
from the fact that I am Vice-President both of the Universal 
Talking Machine company and The Universal Talking Machine Man- 
ufacturing Company. I was a Director of The yational Gramo- 


phone Company, and also of its successor, The ,ational Gramo- 


= 
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phone Corporation, and assisted in advising as to the negotia- 
tions which took place between The yational Gramophone Company 
and The American Graphophone Company at the time the License in 
question was made. 

I reside in the city of yew York, and am Vice- 
President of rhe Dunhan Manufacturing Company, with Offices 
at 577 Pearl Street, this city. 

For myseif and my father, I have invested large 
sums of money in developing the plant and business of The Uni- 
versal Talking Machine company, and The Universal Talking 
M@chine j;ranufacturing Company, as its agent, relying upon the 
validity of the picense in question, The patent covered by 


-tne License expires on M&y 4th, 1903, and should tne court 


refuse to sustain the yicense at the present time, by a rem- 
porary Injunction, the value of the License would be almost 
wholly destroyed, because the action could not be brought to 


3. 
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trial, as I am advised, until after the Patent had expired. 
If in this way tne value of’ the License were destroyed, a 
large proportion of the moneys invested hy us, relying upon 


this picense, would, in my opinion, be wholly lost. 


Frant () ales 


1 


" 11. Sworn.to before me, this ) 


j 


7 —day of October, is 
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UNITED STATES CIRCUIT COURT, 
SOUTHERN DISTRICT OF NEW YORK, 


awieew we we we ew ewww ew ew ee eee we ew eee eee wwe wee eee eee 


UNIVERSAL TALKING MACHINE #ANGFAGTURESG 
COMPANY, 


vz. 


AMERICAN GRAPHOPHONE COMPANY, ET AL. 


M4 me ee ee ee ae Senet ae See ee See? See See M4 


tie 


COUNTY OF NEW YORK 


K, ss: 


JOHN A, MAC NABB, being duly sworn, deposes and says: 


? 
I reside at Flushing, Long Island. IT am at present the 
Manager of mhe Universal Talkinz Machine Manufacturing Company. 
I have been engaged in the business of buying and selling 
Talking Machines and pecords for thirteen years last past. I 


Lab Bin 


Talking Machine Company, for some time the representatives for 


was formerly in charge of the Boston Office of rhe 


New Englam of rhe american Graphophone company and The colum- 
bia Phonograph Company, The business of rhe American Grapho- 
phone company and the Columbia Phonograph Company, up to the 
Summer of 1901, was confined to the manufacturing and selling 
of Cylinder Talking Machines. The difference between Cylinder 
Talking M@chines and Dise Talking Machines is best described by 
stating that the Cylinder Talking Machines operate with cyl- 
inders, soaewhat like the old Swiss Music Boxes, while the Dise 
Talxing Machines operate with Disc pecords, somewhat similar 

to the modern Regina Music Boxes. The Disc Talking Machines 


have the same general advantages over the Cylinder talking 


1. 
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Machines that the modern Regina Music Boxes have over the old 
i 
Swiss Music Boxes, and since the introduction of Disc Talking 
Machines they have been gradually supplanting the Cylinder 
Machines, so that for about a year and a half last past the | 
demand for Cylinder machines has very greatly fallen off, 
while the demand for Dise Talking M@chines has very greatly 
increased, and within the last year and a half the cylinder 
Machines of The Columbia Phonograph Company could be purchased 


alnost for whatever was offered. As above stated, the busi- 


ness of mhe eee Saar Company and the Columbia Phono- 
lige 

grapn a etl, sts” pros cok up the manufacture and sale of 
Dise Talking Machines, was confined wholly to these cylinder 
Machines, and in the year 1900, when the yicense Agreement be-. 
tween the above named complainant and The American Grapho~ 
phone company was made, the latter Company made no Disc Talks 
ing Machines.,. The American Graphophone Company and The Colum- 
bia Phonograph Company had invested much money in the manufac~ 
ture and marketing of Cylinder Talking Machines, had many offices 
and their expenses were great, so that as the demand for Cylinder 
Talking Machines fell off,their expenses keeping up, but their 
sales diminishing, their finances became impaired, and in the 

‘ Curren 

Spring and summer of 1901, the, Stock of the American Grapho- 
pnons company, of tne par value of ren dollars, was selling 
for $3.50, and for the past year it has paid no dividends on 
its comnon Stock. I did not become connected with The ynivers- 
al Talking Machine Manufacturing Company until January First, 
1902. prior to that time [ was in Boston, connected with 
The Easton Talking Machine Company, as aforesaid. In the 
Summer of 1901 it was rumored that The American Graphophone 


Company, in order to save itself, would go into the Disc Talk- | 


ing Machine business. The first actual sale of which I have 
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knowledge or information is that on october 16, 1901, it sold \ 
Dise Graphophones to Douglass & company, of 10 West 22d Street, 
this -City, and [ am informed and believe that about the same 
time it made deliveries to others, I can state, however, as | 
i 


"an expert that in order to solicit orders and thereafter delivy- 


= 
ee 


er upon the same required some months of preparation; and in 
order to deliver Disc Talking Machines, and to solicit orders 
for the same, sample Machines must have been made, and these 
must have been exhibited, and thereupon other Machines made to 
fill orders from the sample yrachines. In order to go all of 
2 
‘ this,the construction of the Dise Talking Machine =" dif- 
ferent from that of the cylinder talking Machine, special 
tools must have been made, consuming ena time; so that 
I can safely say that prior to October 46, 1901, when the de- 
livery was made to Douglass & Company, The American Grapho- 
? < phone company had been at least two months actively prepar- 
\\ 


ing to manufacture and sel]. Disc Talking Machines. As Mana- 


ger of phe Universal Telkins Machine Manufacturing Company, I 


am conversant with its sales. Since the pirst of january 
. its sales have peieeyesliy i as a 
AY . 


wenrtn . Ita average weekly output now is about seven hundred 


——~<snsercniendesenaniniitt nO ian OCT CL eC I te 


; Machines, which I an informed and velieve,is largely in excess 
of the output in Dise fpalking Machines of rhe American Grapho- 


phone Company. 


SWORN TO BEFORE ua, THIS B 


DAY ODF OCTOBE 
Lataes ae 


Since making the foregoing statement I have again 


(uennbl- 


visited Douglass & Company, and also Messrs. Goodday & Fowler, 


of 27 Bast Fourteenth Street, this city. I have ascertained 
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from Douglass & Company that a Dise talking Machine was de- 


-livered to them vy The columbia Phonograph Company on october | 
— 190) 


5, and I annex, as Exhibit 1, the original Invoice of such 


Machire. caida was also a Machine delivered to them on Oc- 
; w 
A, 


ii 


tover 17, and — annex, as Exhibit 2, the ynvoice for that Ma- 


5 | 


| Chie ,; There was also a Disc Graphophone delivered to them 
Pan October 2, and 1 annex, a8 Exhibit 3, the Invoice for that 
ywachine, Mr, Douglass also told me that he was visited by a 
salesman of mhe Columbia vhones fank Company some six weeks pri- 
or to October 5. ena that this salesman then told him ahout 
tne Disc rabhing Machine to be s.anufactured by The American 
Graphophone Company, and solicited from him orders for the 
same, I also ascertained from Mr. Goodday that a Disc Talk- 
ing Machine was delivered to him by The Columbia Phonograph 
Company on October i I annex hereto, as Exhibit 4, the 
. original Invoice of this Machine, At the bottom of each In~- 
voles will be seen the shipping date, which antedatesw some two 
days in each case the date of delivery; that is to say, the 
shipping date of Exhibit 1 is gotober 3; of Exhibit 2, October 
15; of Exhibit 3, October 23; and of Exhibit 4, October 21; all 


L9OL. 


SWORN TO BEFORE ME, THIS 
f DAY OF OCTOBER 
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I Southern District of New Vork 
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‘| UNIVERSAL. TALKING ©‘ACHINE COMPANY, ) 
) } 
} “AGAINST ) IN EQUITY. 
| } 
| AMERICAN GRAPHOPHONR COMPANY, AND... ) 
i ) 
| COLUMBIA PHONOGRAPH COMPANY. 
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COUNTY OF NEW YORK, ss; 


ORVILLE D. LA DOW, being duly sworn, deposes and 
says: 
! I have read the Affidavit of E, D. Easton, made herein, 
and verified October 9, 1902, entitled "Second Easton Affi- 
davit", and t have read particularly tne following statements 


in Mr. Easton's Affidavit: 


saetbeseehssts a i 


"The business of The American Graphophone Company, with 
‘which Complainant now seeks te interfere, was entered upon wit! 
the full kmowledge of. the ,resident of whe Universal Talking 
“Machine Company, Mr, ‘a Dow, and with his full concurrence 

that the ;icense was not intended to, and did not, exclude the . 
grantor." : 


anmere < 


“ 


As to these statements, I can ohly speak of a time when 
) 2 was connected with The universal yalking M“chine Company, 


‘either as president thereof, up to July 22, 1901, or as Di-" 


iy 


win 


Hy 
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| 
rector thereof, until October 29, 1901. That is, [ was | 


President of phe yniversal talking Machine Company from October 


Se 


13, 1898, and thereafter continuously until guly 22, 1901. 


preferring to the time when I was connected, as aforesaid, with 


; The yniversal talking Machine company, either as president or 
Director, the statements of yr, Faston in his Affidavit, as 
above quoted, are wholly incorrect, Thus, I was president of 
_The universal Talking M*chine Company on the 6th day of april, 
—1900, and as such officer & am familiar with, and personally 


conducted the negotiations which resulted in the yicense 


Agreement of April 6,1900,between the complainant and the abcre 
Reeaas nefendant, At that time yhe American Granhophone com- 


‘pany was not manufacturing Machines constructed and organized 
{| 
| 


_ to reproduce from zigzag Records. tt was wholly engaged in 
' Machines constructed and organized to reproduce from Cylinder 
\Records, It was then thoroughly understood that the License 
- to the manufacture of Disc Machines was to be exclusive to 


|The pniversal Talking Machine company, except as to the limited 


ae to one Armstrong, and that Tne Anerican Graphonhone 


Company would confine itself wholly to Cylinder yachines, ex-= 


‘cept such Dise wachines and pecords as it purchased under the 


‘aeventh Clause of the zicense Agreement, whereby the Li- 
y 
t : , : ; 
censeé, The yniversal ralking pwachine Company, agrees to fur- 


nish to The Columbia Phonograph Company, the selling Agent of 


i 
'The American Graphophone Company, Dise 


i 


Ze 


ares ee 
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'‘alking Machines oo [ore 


at a special price, wes oe A Not only | 
was the License to be exclusive to The yniversal ae Ma- 
chine Company, but it was understood, prior to the date of the 
License, and long afterwards, and wr, Easton so expressed him- 


self to me many times, that he was opposed to the principle of 


STA ee nena ee 
. esc . 


Disw Talking Machines, and had no faith in them, The first 


time I heard anything about a change of heart on the part of 


o 


| Mr. Faston in this respect was that I heard a rumor, shortly 
prior to gune, 1901, that Mr, Nastom, or The American Grapho- 

| phone Company, mignt go into the manufacture of Dise Talking 

| }fachines, tT reported this rumor to Mr, Comstock, the Counsel 

| for the pniversal Talking Machine Company, and told him that if 

the rumor proved true, it should be stopped, as the picense was 

exclusive, He told me that he would at once see Mr. .auro, 

representing the Company here, about it. What Mr, Mauro 

| told him is, as I understand, in Mr. Comstock's Affidavit. 


Thereupon the matter rested, and thereafter, while I continued 


ee ee eS Se ee ee ee 


with The Universal Talking M’chine Company, I had no knowl- 


edge or evidence that The American Graphophone Company was 


_manufacturing or selling Disc Talking Machines which it had not 
| purchased Fyrom us, 

As to the arrangement about the payment of royalties, the 
License provided that all royalties be paid to The American 
rrapnopnone Company, and that_the latter Company was at once, 

jppaen receiving such payment, deposit one-half of the same ina 
“Trust Company for account of both parties to the License, pend- 
ing tne resuit of an action wnich was then pending to determine 


_the validity of the ciecnnegyiaims of the patent, so that all 


of the royalties were paid to The American Graphophone Company; 


i 
' 


‘and it was the duty of the American Graphophone Company, under 


'the picense, to pay one-half of the money so received into a 


| 
| -3~ 
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| Trust Company, for the benefit of botn parties, and no agree- | 

| 
| 


ment to the contrary was ever made which was carried out by 


| 
|The American Graphophone company. The only thing that pr. 
l 


| Easton can possibly have in mind is that shortly prior to De- 

|" cember 11, 1900, there was some dispute about royalties, and I 
BS several conversations with Mr. Easton about the dispute. 

! 

The result of our conversations was that I agreed that the 
$2,500, the one-half advance royalties then deposited with a 
Trust Company under the License Agreement, mignt be withdrawn - 
“by The american Graphophone company, and applied to its own use 


ae royalty account; provided, nevertheless, that the differ- 


ence between the anount of $1,970.80 and the $2,500 withdrawn 
} 
: should be paid back by The American Graphophone Company to 


{ 


f . 

| The ;niversal talking iachine Company. The sum so to be paid 
t 

‘back was $529.20. The depository Trust Company was The 


Hackensack Trust Company, and at the hour the Agreement wa 


finally decided upon it was found impossible to close the trans- 


-~ 


action, and therefore, in lieu of checks passing at that par- 
A 


‘ticular time, stipulations or letters were exchanged, relative 
to the withdrawal of the special deposit, I receiving one from 
Mr, Baston, in accordance with the understanding that $529.20 
of the deposit was to be at once paid to my company. I annex 
‘hereto a copy of this letter. Thereafter, when we came to 
get the money from Mr, maston, under this letter, he refused to) 
pay it. The stipulations,therefore,were never carried out,and 
mever had any modifying effect upon the License Agreement, Asa 


a wenn 
matter of fact,the Directors never pessed upon this arrangement 


{ 


/ 
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Mr, gwaston, and whatever was done, while done by me, as presi- 
dent, was preliminary to the stipulations Goiiee completely 
fulfilled, and, as te"ite force and effect, wholly contingent 
thereon, For this reason, I never considered it necessary 
that the matter should be laid before the poard of Directors 


to be ratified. I however, of course, informally reported 


eee ee 


the matter to my associate Directors, as an arrangement wntth 


had been agreed upon by The American Graphophone company, and 


by myself, as ,resident of The Universal Talking yachine con- 


oo 


pany, but which had never been carried out by The American 
| Craphophone company. The maiter was then placed in the hands 
of Mr, Morse, at that time the Counsel for the Company, and 
his Affidavit will show what took place. Thereafter, acting 
| upon the advice of ur. Morse, my Company from time to time 
_paid royalties to The american Graphophone company, either in 
, cash or by merchandise, that is to say, Disc Talxing Machines 


or pecor ds, 


: Le C 
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| SWORN TO BEFORE ME, ) | 
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HIS / S pay OF OCTOBER, 1902, ) 
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ATZRICAN GRAPHOPHONE COMPANY. | 

| 

Celsisbia Phonograph Company Sole Sales Agent. | 

| 

135-137 Broadway. 
Office of the President. New York City Dec. 11,1900. | # 
' 
. 

Universal Talking Mocnins Company 

New York City. | 

Dear Sirst- 
in r&ference to your suipuiation of even date ! 


relative to the withdra-al of tre special deposit of 
$2,500 from the Hackensack Trust Company, our understanding» 
is that upon reccipt of the said deposit We wili check to 
you, or holé sithject to your order, the difference between 
the said deposit and the credit memoranda sent to us on 


yesterday, amounting to $1,970.80. 


AMERICAN GRAFHOPHONE COMPANY 


By 
| 
E.D.Eastor 

President. 

| 

| 

i 
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| 
| UNIVERSAL TALKING MACHINE COMPANY, 


~ACAINST- 


| | 
+} 
| UNITED STATES CIRCUIT COURT, 
| 
aaa DISTRICT OF NEW YORK. | 
N EQUITY. 
i 
4 


| AXERICAN GRAPHOPHONHS COMPANY AND 


| COLUMBIA PHONOGRAPH CO}PANY. 


| 


ed eee ee 8 ee ee er oe ees 


Ee ee eee a a ee a ed 


COUNTY OF NEW YORK, ss: 


| 
: H. As WEST, being duly sworn, Ceposes and says: 

| I have read Defendant's Opposing Affidavit herein, enti- 
tled "Second Mauro Affidavit", verified October 10, 1902, and 


a the following statement of mr, Philip Mauro in 


‘that Affidavit: 


"I have since read Mr, Comstock's Lous Affidavit in 
ireply. we contradicts my statement that his attitude toward 
tne License in tne early part of 1902 was that it was void, and | 
‘wholly without benefit to tne picensee. I can only affirm my 
‘previous statements, with the addition that mr, Comstock dis- 
‘claimed any personal views, and stated frankly that he and his 
clients were guided in these matters by the opinion of Kr. 

H. Albertus West. I am confident that, if any written record 
= exists of Mr, West's opinion and advice at the time, its pro- 

j duction would confirm my statement." 


I an the H. Albertus west referred to in tne foregoing 
Se jaw €2 FB yee 
statement, No written record exists of my opinion and advice 
A 


to Mr, Comstock, or to any one else, on the question of the 
validity or this Locense. I remenber distinctly, however, that 


rr. Comstock asked me for my opinion, and ] gave it to him in 


- several consultations in the early part of 1902, and that ny 


> oe 
h 


L 
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opinion then given to him was as it is at the present time, 
which is as follows: First, that the mere non-payment, or be- 
lated payment of rovalties would not suffice to avoid a yi- 
cense, especially where no covenant or condition to that ef- 
fect was in the written License Agreement. That in order 
that the non-payment of royalties should be treated as, in 
equity avoiding the License, there must be accompanying cir- 
cumstances to indicate clearly that the non-payment of the 
royalties was & part of an intention to treat the License as 
abandoned; and if the surrounding circumstances did not show 
such intent, but the non-payment of royalties was because of 
some temporary financial embarrassment of the picensee, for 


that reason a Court of Equity would not take advantage of 


such financial depression and temporary poverty of the yicensee 


to avoid the ;icense, and thus financially kill the Licensee, 


and thus prevent it from eventually paying the royalties, as 


' well as the claims of its other creditors; but, on the con- 


trary, would de all in its power to assist the y;icensee over 


such financial depression, and keep the ;icense alive, for the 


benefit of the Licensee. ur, Comstock told me at the time 
that The ;jniversal palking M@chine Company, the picensee in 
question herein, wnile it had not paid the yicensor the total 
amount of the royalties earned, had nevertheless paid the Li- 
censor considerably more than the one-half to which the 


Licensor was entitled for its own benefit; and as to the bal- 


ance of the remaining half, which it had not paid, while this 


was to be paid to the yicensor, the ;icensor was in turn imme- 


diately to deposit it in a Trust company, for account of both 


the picensor and yicensee, as the result of certain Liti 


tion then pending might determine, Mr. Comstock further told 


me that the yicensor, as to this remaining one-half, refused 


wel 


ee 
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to pay any of it in to the prust Company, in accordance with 
the terms of the yicense Agreement. I told yr, Comstock that | 
if this was the case, certainly the picensor could not com- 
plain, and that Equity would listen to no plea from the Li- 
censor wnich involved the non-fulfillment by the y;icensor of 
its obligation to pay one-half of the royaities in to a Trust 


, Company. vr, Comstock further told me that there were two 


! 


other questions to be considered: first, that, althougn the 


License was exclusive against all others to the yicensee, 


nevertheless the ;icensor was manufacturing and selling the 


licensed article, in violation of the exclusive terms of the 
License Agreement, and that the Licensor, as an excuse for s0 
doing, made a claim that the License as to it was not exclus- 
ive, I advised Mr. Comstock, as to this, that the License was 
clearly exclusive, and that there was nothing whatever in 

such claim, Mr, Comstock further told me that Messrs, Robin- 
son and Dunham were willing and anxious to have this royalty 
matter settled, and the whole amount of royalties paid, and,if 
The yniversal malking Machine company did not have the money at 
hand, were willing to advance sufficient money to it for that 


purpose; but that the ;icensor refused to accept further 


+ 
44 


royalties, taking the ground that by the Sheriff's Sale of 
the plant of rhe jniversal Talking Machine company, The Univers- 
al Talking M@chine company had, in equity, died; and that such 
death, the yicense not being assignable, worked an abandonment j 
of the ricense; and that it, the Licensor, that is, The Amer-_ 
ican Graphophone Company, claiming such abandénment, re- 
fused to revive the yicense by the acceptance of royalties. 

Mr. Comstock told me of the arrangement between Mr, Innet and 
The yniversal Talking Machine company, whereby wr, Innet, act- 
ing for stockholders of The yniversal yalking Machine company, 


3. 
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“has advanced money and continued the business for the bene 


fit of the yniversal Talking Machine Gompany, the Licensed, 


and he also told me of the arrangenent, which, I under- 
‘stand, is fully set forth in his affidavit, between the 


| universal Talking Machine Company and the Universal Talking | 


| Machine Manufacturing Compnay, whereby the latter company 

| was continuing the business as agent, and for the benefit 

| of The Universal Talking Machine ee I told him that 

| this claim of the American Graphophone Company of an 
{ ' abqndonement of the License was because of a total mis+ 
aidereteadine of the facts of the case, or was not an hones | 
est gin I advised him that so long as the sale b¥ the 

: | Sheriff did not mean insolvency and practical dissolution 


| of the Company, but was simply part of a plan whereby the 


2 i Company was to continue in business, continue the manufact- 


i'yre of Disc Machines under the License, and obtain fresh 


TSS 


‘capital for the purpose, a Court of Equity would never 


bs’ 
oO 
a 
Qu 
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Sherigf's Sale worked an abandongment of | 


‘ 


at ; 
| the License, Ifurther advised him that the mere fact that | 
| 


ESSN LS SSSI 


‘ ‘ Innet, or the Universal Talking Machine Manufacturing 
KI 

sCompany, made and sold machines under the License, did not 
f 


o au 


i] — 
.constitue a violation cf the terms cf the License, so long 


e Mr. tnnet and the ,niverseal Talking Machine Menufactur- 


account of the Licensor, Tne Universal Talking Machine Com- |, 
f S, 
pany. I therefore advise him that under the circumstances, 


| 


‘I believed that she refusal by the Licensor, The Ameri- 


ican @raphophone Company, to aw cept further royalties after 
the Sheriff's sale, was in all probability because it wantq | 


ed, sor its own purposes, the License to be abrogated, 
z in order that it might itself manu- 
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il 


| facture and sell Disc Talking Machines; and that all excuses 


‘ 


as to abandonment, failure to pay royalties in the past, and 


non-assignability of the instrument, not being rased upon raal 


_facts of the case, were but subterfuges put forth by The Ameri- 


can Graphophone company for its own selfish ends, in order 


t 
\ 
f 
I 
| 


_that it might itself continue to manufacture and sell Disc 


Talking Machines, notwithstanding the exclusive character of 


the Ticense. 
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UNITED STATES CIRCUIT COURT 


SOUTHERN DISTRICT OF NEW YORK 


UNIVERSAL TALKING MACHINE COMPANY, 


oe, | AGAINST IN EQUITY. | | 
: AMERICAN GRAPHOPHONE COMPANY,AND  : 
; 
| COLUMBIA PHONOGRAPH COMPANY. : 
: 
BR 2 i. Vn Ee : : 
| | 
: 
} 
| COUNTY OF NEW YORK»ss: | 
| 
‘ HERMANN J. FAAS, being duly sworn says: 


I am principal tookkeeper for The Universal Talking 
Mcchine HNanufagturing Gompany, and also The Universal 
Talking Machine Company, and am familiar with the books 


of The Universal Talking Machine Company. In an affidav- 


Sore eee — 


it of Mr. E.D.Esston the statemsnt is made that The Amer- 


ican Graphophone Company, during the year 1901, made re~ 


reated,persistent and unsuccessful efforts to collect 
trufling amounts due from The Universal Talking Machine 
Company; and that such small payments as were collected 
were wrung from it after great effort and long postpone- 


/ 
ment In answer to such a statement, the following 


a 
' 
i 


appears in the books of the Universal Talking Machine 
Company as royalties warned am payments made thereon 
to The Am rican Graphophone Company; during the years 


1909 and 1901. 


SOS See ee Se a Se Se ea en re oe 
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ROYALTIES EARNED 


1900 _ 
April 6 to sume S50, 


July 1 to August 3l, 
September 1 to September 50, 
October 1, to October 31, 
November 1 to November 50, 

| December 1 to December Sl, 


1901 
January 1 to Januery 31 


 meburary 1 to February 28, 
March 1 to March 31, 

April 1 to April 50, 

| May 1 to May 31, 

June 1 to June 30, 

July 1 to July 31, 

; August 1 to august 31, 
September 1 to October 17, 


Total 


$4,534.42. 


| were as follows: 
1900 
April 7. cash 7 


1901 
January 23, Cash, 


$1,907.39 


1,508.03 


344,58 
1,007.98 


8355.26 


458.99 
134.00 
580.96 
492,24 
165.82 
317.65 
329.62 
417.73 
323.19 


£90864. 


Of which, under the License Agreement, The American 
Graphophone Company was entitled to but one-half, the other 


' nalf going into a Trust Company. One-half would be 


The payments during that time on this royalty account 


&2,500.00 


645 .82 


simnitiaate . aitthteetetatinn 


Hy ae 
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1901 


| January 23, Accounts assigned, , $ 354.18 
'March 1, Cash, 258.62 | | 
: Seri 275 Cash, 134.00 | 
June 29, se 291.65 | | 
August 9, Merchandise, 126.21 | 
ae 31, Merchandise, 590.54 | : 
' August 20; Merchandise, 8.04 
ae 13, Merchandise, 1.55 
caliae 17, Merchandise, 5.62 : 
ae 30, Merchandise, 735.00 
October 10, Merchandise, 387.90 


SS 


In addition the books show $2,500. paid to the 
American Graphophone for deposit in a Trust Company, but 
which I am informed was on December 11, 1900, withdrawn 
by the American Graphopnone Company for its own use. 

f The reason the payments were small from August 
20 to September 17 was because it was in that time that 


The National Gramophone Corporation, as the ownrr and 


SC ar ee ee 


ee of The Universal Talking Machine Gompany, was making | 


application for ea Receiver in Dissolution Proceedings, 


‘and a Receiver was being appointed. Payments were resumed 


peewev ers on September 30, when The Universal Talking Mach 
i 
Hin ne sail passed into the control of Seonen. Dunham and 
i 
rows The aggregate of the payments 


Jy0yr2-- me +3 je any 
CUrang tnis Tone 


f 
linus amounted to $89039.10; so that The American Grapho a 
t : 


phine Gompany was paid during that time $3,504,72 
St the one-half to eo * was entitled for its own use 
wee: Z before me 


da r,1902 
EPO, 
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UNITED STATES CIRCUIT COURT, 
SOUTHERN DISTRICT OF NEW. YORK. 


UNIVERSAL TALKING MACHINE COMPANY , 


AGAINST IN EQUITY. 


oo ee bd 
A — <I 


ee e8 00 4% 


AMERICAN GRAPHOPHONE COMPANY» AND 


COLUMBIA PHONOGRAPH COMPANY. 


} 
| COUNTY OF NEW YORK» ss; 


GEORGE CARLTON COMSTOCK, being duly sworn, Geposes and - 

t 

sayss 

cince reading the annexed affidavit of Mr. La Dow, my 

memory has been somewhat refreshed as to the time of my 

} conversation with Mr. Mauro, which, ty my former affidavit 

zy stated prior to July,1901 as to what took place at that 
; : 

time, The conversation occurred at the time stated in Mr. 


La Dow 's affidavit, and in substance, as nearly as J can 


t recollect, was as follows, that is to say; I told Mr. Mauro 


oc TTL it i ET IT IT TI a TE tI RR $< aI ITS 


that Mr. La Dow had said that his Company was going into 


| the manufacturing of Disc Record Talking Machines, and that 


but nevertheless Inthought I would go to him and ask him 


‘ 


| the direct question, He said that his Company did not 


; regard the License as exclusive as to it, and that his 


f 


| Directors had been talking about the advisability of it, | 


b 
t 
I did not telieve it, because the License was exclusive, 
: 
i 
i 
i 
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| but that they had not yet deeiced to do it, and that 


2 SERS Se Sts ea ee ee ee rar eee eee o 


wove a Sr ee 
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when they did decide he would let me know, so that E could 
reassert the position of my Company as to the exciusive 
character of the i scnud: ur. Mauro never did let me 

know, and the first énformation f, or, as I am informed 

and believe, any of the officers or Directors of The univer 
sel Talking Machine Company, had on the subject was when 
the Graphophone'ts Disc Mazhines first appeared on the mar- 
ket, ih October,1901. The National Gramophone Corporation 
passed into a Reeeiver's os The Gramophone Corpor 
ation had been the source of firancial supply of The wpni 
versal Talking Machine Company, it was therefore obliged ! 
to obtain other sources of resource, anf for sometime 

its affairs were under investigation for that purpose, there 
upon that is to say in the first part of the year,1902, I i 
immediately opened negotiations with ur. Mauro, looking 

to an adjustment of the respective rights of the parties 
and I was engaged in such negotiations until into April of 
21902, when such negotiations were broken orf. Thereafter 
I began to prepare tHe papers for this action, beginning 
to draw the papers as early as May ,1902" In order to 
make the Action of any benefit, that is, to get 

relief before the patent expired, a ,emporary Injunction 
a neomnieens. I therefore busied myself from mMay,1902 
until this action was begun in getting evidence and 
preparing Aftiaavits. The Sumner intervening, I could 


Ss 
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| not get my papers in shape to successfully prosecute the 


‘ 


I action until the month of september, One of complainanhts' 


counsel was in Europe and witnesses whom [I neéded had left 


portion of the time, on my vacation. As s00H,however, 


= 


as I could get my necessary witnesses together, and the 


+ 
papers prepared, f began the action. 
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_ AMBRICAN GRAPHOPHONE COMPANY, AND 


UNIVERSAL TALKING MACHINE COMPANY, 


~AGAINST- IN EQUITY. 


COLUMBIA PHONOGRAPH COMPANY. 


eee ed 


Ne ee 


COUNTY OF NEW YORK, ss: 
GEORGE H. ROBINSON, being duly sworn, says: 


I make this second affidavit because of a statement in 
ur, Easton's Second affidavit, which, giving the most charita- 
ble construction possible to the affidavit, is made because of 


the utter ignorance of yr, Easton of the facts, or because 


_of his complete misunderstanding of thesituation, The state- | 


ment J refer to is the following: 


"So far from refusing to accept payment of what was due it, 


| The American Graphophone Company, during the year 1901, made 
repeated, persistent, and unsuccessful efforts to collect the 
| trifling amounts due from The universal Talking Machine Com- 


pany, and such small payments as were collected were wrung from 


/it after great effort and long postponement, Such efforts 


were abandoned after the declared insolvency of the company, 
and the sale of all its effects to satisfy Judgments against 
it. Only because of its viter insolvency, and the absolute 
impossibility of making collections, there never has been to 
this day a tender by The yniversal ralking }rachine Company, or 
by any one in its behalf, of the Royalties long overdue. If 
such tender were made, I should have, of course, accepted it, 
there being no doubt of the liability of The tniversal Talk- 
ing Machine company for poyalties on Machines made during the 


| existence of the ;icense." 


Ls 
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As to the fact that the Universal Company, up to the 
time of the Sheriff's sale, paid and more than paid the 
one-nalf of the Royalties due to the American Graphophone | 
Company for its own use, I attach hereto the affidavit 
of the Chef Bookkeeper of the Unive rsal Talking Machine 
Company, utr. Haas, snowing these overpayments up to the 


time of the Sheriff's sale. Mr. Saston states that after 


mre oa Sa SS EE OES 


the Sheriff's sale his company made no efforts to dollect 
Royalties. As a matter of fact, and wnat is the truth, he 
} should have said that he not only made no e:iforis, put re~ 
fused to accept Royalties, as, from the very start: # nave 
been ready to advance moneys to The Universal Talking 
Macnine Company for the very purpose of paying Royalties, 
and keeping them paid up, in case The Universal Talking 


Machine Company should not have sufficient of its ownfunds 


ee ee ES ISS 


to pay them; and, in behalf of myself and Mr. Frank J.Dun- 


ham, the persons chiefly interested in the stock of the Uni 


esc sss 


versal Talking Machin Company, and acting for The Universal 
| Machine Talking Machines Company, I attach hereto, to be pad 
_ paid over to tne Clerk of this Court, a check for $6,186.54 
| being the differnece in the total royalty Account of 
(475.76, and the amount already received by the America 
i eee Company, $8,539.10, on account thereof, as ap 

| pears at Folios 14 and 15 of my First Affidavit. The reasna 


|I pay this into Court, instead of paying it to the A meri- 
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jof oth partttes to the License Agreement, to abide the re= 
| sure of an action now pending to dovenweae the validity | 
of the Sakons The American Graphophone Company has been | 
jpaid more than its one-half of the total Hownitsed, It 
3 also refuses to acknowledge that that covenant of the 

le Agreement providing for the payment of one~nalf | 
finto a Trust Company is in fore; and if I should pay this 


aE one-half, or the balance thereof to the Amer~ 
a Grephopnone Cpmpany, ir would not pay it into a 


Trust Company, under the comditions provided for in the 
, 

rconas Agreement... For this reason I prefer to pay the 
f 


i. 


whole amount into Court for the Court to hald pending 


the determination of the question as to whether the amer- 
dean Graphophone Company should retain the whole, or pay 
er, into the Trust a As to sie Baston's 

bsSeyt Len that the Universal Talking Machine Company 

is insolvent, it is sufficient to state that all of tne da ! 
lebis have been paid except those secured by its mortgage | 
‘Bonds, which debts have not matured, and these debts 
hive paid when they matured except for a time during the 

fall of 1901 when the stock holders of the Uni 


Unive rsal 


‘Talking Machine Company were investigating its affairs 


se 


and making arrangements to supply it with the financial 
‘support which it had heretofore received from the | 


ational Gramophhone Corporation and whizh support had 


= withdrawn when this latter corporation went into 


& Receiver's hands. There was no reason why this should 


have been done, except to preserve the life of the Com= 


ipany, and prevent the abandonyment of the License 


in question, 


voit see 
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The affidavit of ur. Hills, one of the Affidavits 
used by the Defendants in opposition to this Motion, 
shows a number of judgments, aggregating in amount 
$2,939.99, Tne Executions and expenses of the Sale 
on these Judgments amount ot $3,375.35. The amount bid 
on the Sale by er Edward Stns, with money advanced 


by myself and Mr. Dunhem, ecting for the Uriversel 


Talking Mochine Company, was $3,500, more than sufficient 


to pay off all of these executions, Mr. ynnet could 


“just as well have purchased for $2,500. Tne only 


reason he paid $3,500 was that, acting in accordance 


with my instructions, he was to pay, in behalf of the 


Universal Talking Macnine Compamy,, sufficient to satis#yevery 


jJu&gment . After these judgmentsCreditors were paid 


SN-7,1°3 , 
there remained $6,298! of Accounts payable, and 4 


$3,400.03 of Notes payable, all of which were pagdble 


, 


by Mr. Innet with money edvanced by myself and Mr, Dun- 


ham, acting for the Universal Talking Machine Company, 
and all of which were paid after the Sheriff's sale, 

and none of which need have been paid, except for tk 
reason that tne Company and its business shoudl be kept 
going and the License kept nlare, After th e Universal 
Talking Machine Manufacturing Company took charge of 
the business, as Agent for the Universal Talking Machine 
Company, there still remained, unsecured by Mortgage 


Bonds, $2,802.68 in Accounts payable, and one Note Bay- 


able for $125.90. All of these were paid by the Univer - 


sal Talking Machine Manufacturing Company. It thus 


' 
{ 
t 
' 
! 
t 
| 
| 


} 


| 


apres Me acon, NIE 
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i appears that for the single purpose of keeping The pni- 


versal Talking Machine Company, going and the license 
alive, The Universal Talking Machine Company, with moneys 
advanced by its stockholders, has paid off all its obli+ 
gations to Creditors, except those not matured, and secur= 


ed by its Mortgage Bonds, with moneys advanced but its 
ated Cs thaestaned Cit 


stockholders for that pursose, amounting to $46,258, in % } 


addition to whicn fresh moneys, for tne purpose of develop- 
ing and explo%ting its business, and insreasing its sales, 
have been contributed, amounting to $40,000, or over, all 


of which has been paid in upon the faith of the License. 


te Se ee eee 


Under these circumséances, I cannot understand how 


ot 


Mr. Easton can say that the Universal Talking Machine 


Company is inslovent, and that claims against it can 


en pm et ves 


not be oe if he has knowledge of all of the facts. 


Mr. Reston says: 


\ Tomer er 


"The assertion ahat the American Graphophone Company 
‘at any time refused to accept the Royalties due to it is 
adt only mendacious, but on the face of it is absurd." 


eee 


I reassert that the American Graphophone Company hase 


ovreroe: 


refused to accept Royalties as stated in my first affidavi 
it at polios 4,5 and 6,ds to the absurdity of such assertin 
tbe me, I state that ur. Dunham and myself, for stock- 
‘nolders ar the Universal Talking Machine Company, have ad 


‘vanced to ice comp any, geet Te pases) = life of tie Li- 


cense, and on that account if there were no other reasons 


eeu te ee ee ese: 


seenect 


thave at all times been willing to pay the Royalties. 


~ 


(The american Graphophone Company has refused to accept 


a eee 


ce 


‘these Royalties because the License is exclusive, and the 


oe RCE conan et 


oO 
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American Graphophone Company knows it, and has always known | 


it. It now knows and has always known, that if it accepted 


Royalties from time to time as they became aue, as we have 


offered to pay, it aould at once admit beyond question 


the validity and continuing life of the License. Itvwould 


ee 
SDE AERO BA rear re 


SSR ese Te 


then have to stop manufacturing Disc RecordsrTalking 


Machines, and confine it self to its old business of manu~ 


Bagh eT 


facturing Cylinder Machines, mphis it is not willing to 


do. In further corroboration 6f my statement that The 


Se es 


American Grapkophone Company has refused to accept Royaitis 


I state that prior to about October 15,1901, it was the 


course of business between the American Graphophone con~ 


pany and the Universal Talking Machine Company that the 


i ee, ee 


Comptroller of the American Graphophone Company should 


make weekly or bi-monthiy visits to the offices of tne 
goiverest Talking Machine Company, and there inspect the 
books of The Universai Talking Machine Company, to ascer~ 
tain the amount of Machines sold and Royalties en | 
These visits ‘were made without reppect to the times 

When the Royalties were ee About October 15,1901, 


however , these visits have wholly ceased. 
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UNITED STATES CIRCUIT COURT 


j 
Southern District of New York. | 


Universal Talking Machine Company : 
—egainst— : IN EQUITY. | 

2 } 

American Gravhophone and Columbia 3 


Phonograph Compaly. 


or 


Gounty of New York, SS: 


WALDO G. MORSE, being duly sworn 


. oe 
— lenometeatarennene i 


deposes and says: | 
i 
| 
and number 10 Wall Street, New York City. I was formerly 


{ 
counsel for the Universal Talking Machine Company, the 
above named complainant. I am familiar with the trans-— 
actions between that company and the defendants. I was 
such counsel until the spring of 1901, when my place was 
taken by George Carlton Comstock, 


My attention has been called to statements in Mr. | 


LaDow's affidavit made herein relating to aw arreement sagas 
. { 


cerning which interviews were had between myself,hMr.LaDow 


a. 


and Mr. Easton, in December,1900, which agreement was in- | { 
tended to modify certain provisions of the license agree-— 
ment so as to do away with the obligation on the part of 

the American Graphophone Company in the license agreement 


expressed of paying one half of the royalties into a Trust 


Company for and on account of the licensor end licensee 


pending the determination of certain litigation. 
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_The proposed agreement was that the sum of twenty five hun- | 


| 
| 
| 
| 
| 


dred dollars or thereabouts then cn deposit with the Trust 
Company should be withdrawn by the American Graphophone Com 
any and to the extent of a sum of $1970.80, or approximate-| 
ly such an amount be converted to the latter's own use on 
royalty accounts > and the balance to-wit, about $529.20 | 
imsediately paid back to the Universal Taiking Machine Com-— | 
pany. fne Universal Talking Machine Company through me 
} 
delivered to Mr. Easton a stipulation or letter to be used | 
with the Trust Company, whereby such withdrawal was author= 
ized. The American Graphcphone Company through Mr. Baston| 
simitancously giving the Univeral Talking Machine Company 
a letter whereby, out of such withdrawal, a sum of 
$529.20 was to be paid by Mr. Easton back to the Universal 
Talking Machine Company. All of this constituted one 
entire proposed agreement and transaction, the letters being | 


exchanged between Mr. Haston and myself at the office of the 


| 
| 
defendant. I have the original letter in my possession, | 
and a true copy of it is attached to the affidavit herein 
of Mr. LaDow which I have read. This transaction was had | 
in the afternoon, Mr. Easton taking the authorization and — | 
agreeing to send to the Trust Company, which had ats off oo 
in New Jersey, get the money, and on the next morning hand | 
me the portion to go to the Universal Talking Machine eae 
On the next day, howerbe , he refused to deliver it and ask=- | 
ed me to give him back the letter signed by him, This I 
refused to do mda tola him that my only authority was to de. 
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| liver the authorization for the withdrawal deposit and get 
| the money, or if too late in the day for that, then to get 
| it the next day. The defendant company, nevertheless, 


| kept the Twenty Five Hundred Dollars which it had withdrawn. 


Thereafter Mr. Lalcw, the then President of the 


Universal Talking Machine Company, asked me whether it 


| should continue nevertheless to pay the royalties to the 
| American Graphophone Company, inasmich as the latter would 


| probably neglect to pay one half such royalties into the 


Trust Company, as provided for by the license agreement. 


I advised that the payment of royalties to the American 


| Graphophone Company be continued to avoid possible contro 


versy , and this I understand was done until, as I am told, 


| the American Graphophone Company refused longer to accept 


| aiy royalties, 


My attention has been called to the statements in 


Gefendants affidavits that the license agreement is not 


exclusive, On this point I stated that the license is 


dated on April 6th, 1900, Pursuant to the agreement then 


had, and on the 5th day of May 1900, the following decree 


was entered in the Cirouit Court of the United States for 


| the Scuthern District of New York: 


At a Stated Term of the Citcuit Court 
of the United States for the Southern 
District of New York, held at the 
Court Room thereof in the Post Office 
Building in the City of New York,this 
; fifth day of May, 1900. 
Present-— Hon E.Henry Lacombe, Circuit Judge. 
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American Gravhophone Comany 


-against—— =. Es In Equity. 
National Gramophone Company ¢ No. 7063. 
and Frank Seaman. *--On Patents No.341,214 


341 : 268 and 375 ; 579 


a rE ee 


This cause having come to be heard on motion for 
final decree in accordance with the annexed consent, it 
is on this 5th day of May, 1900, witncut costs to either 


3 

party as against the other, ORI aa ADJUDGED end DECREED 
as follows: 

That letters patent of the United States No. 341, 
214, granteca May 4, 1886, to Chichester A. Bell, and 
Sumner Tainter, Nc. 341,288, granted the same date to 
Sumner Tainter.and No. 375.579, granted December 27, 
1887, to Sumner Tainter for improvements in recording 
and repreducing speech and other sounds, and for appvara- 
tus therefor, are each of them good and valid letters 
patent; that the complainant, the American Graphophone 
Company was, at the time of filing the bill of complaint 


herein, possessed of the full and entire rignt, title an?! 


interest in and to the same and is entitled to sue for 
for and to recover to its own use and in its own name 

all claims for the infringement or viciation of letters: 
patent, or of any of them; and that the National Gramo— 
phone Company, one of the defendants herein, hes infring- 
ed upon each of said letters patent, and has violated 

the exclusive rights of the complainant under the same, 
by making orc ausing to be made, or using or causing 

to be used, and selling or causing to be sold, such ma- 
chines or apperatus for recording and for reproducing 
speech and other sounds, such talking machine being com- 
moniy Known as gramopnones. 

And it being shown to the Court that the complain- 
ant and the defendant, the National Gramophone Company 
have agreed on the amount to be recovered from such 
National Gramophone Company by the complainant in settle 
ment of all claims for damages and profits on account of 
such infringement, and it further appearing that the said 
defendant has duly paid such amount, it is further or- 
aered that t his settlement shall include claims for 
damages or pfofits due to complainant for infringement 
of its said letters patent by all purchasers of machines 
from said National Gramophone Company or from its suc-— 
cessor, the National Gramophone corporaticn, but that 


thas sethloment shati not, inginde, or affect, the right of 
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. Berliner Gramophone Company, or the United States Gramo-— 


phone Company , or any person, firm, or corporation from 
whom the National Gramophone Company, or the National 
Gramovhone Corporation has purchased infringing articles, 
{fT IS FURTHER ORDERED, ADJUDGED AND DECREED that a 
perpetual injunction issue against the defendant, the 
National Gramophone Company, in accordance with the prey- 
er of the bill. : 2 ye 
E. H. LACOMBE, 
es U.S.Circuit Judge. 
We hereby consent to the entry. and filing of the above 
lecree. 
Philip Mauro, 
of Counsel for Complainant. | 
Waldo G. Morse, 
Solicitor and Ccunsel | 
for the Defendant, 
The National Gramophone Company. | 


(Endorsed) U.S. Circuit Court, S. D. N. Y. American 
Graphophone Company, against National Gramophone Company 
and Frank Seaman.-— In Equity.No. 70,663. Final decree 
against one of the defendants,—- Philip Mauro, of counsel | 
for Complainant, 137 Broadway, New York City, U. S. Cir 
cuit Court, filed May 5, 1900. John A. Shields,Clerk. 
A copy. Jphn A. Shields, Clerk." 
| 
| 


Thereafter and upon the datés named the following 


circular letters were printed and sent out by and with the 


Knowledge and consent of defendant in this action. 


Frark J. Dunhan, Orville D.LaDow, Frank Seaman. | 
President, Secretary & Gen'l. Treasurer .:| 
Manager. 


NATIONAL GRAM-O-PHONE CORPORATION, 
874 Broadway, Cor. 18th St. 
' New York, May 10, 1900. | 
To the Trade: 
We have et last- a new model machine for 1900, 


conceived from a Knowledge of the needs of the trade and | 
‘born with a perfection scarcely anticipated by ourselves. 


| 
We have Kept you waiting a long time, for which ve are | 
sorry; we have spent thousands of dollars in perfecting | 
this gem, for which we are glad. "The end crowns the | 
work", We have now something to show, something artis-— | 
tic, something to talk about, something to please, no | 
matter how dainty the taste musically or mechanically. 


Every imperfection of the older types have been a 


It is new from its name, the Zon-o-phone, to its ingen- | 
ious winding gears and turn table; it is much better <- | 
than a gramo-phone in results, and infinitely “ostter in | 
conception, construction, design and workmanship, It is | 
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the handsomest talking machine on the market, of any make, 
and its work are on a par with its attractive appearance, 

We nave not overlooked anything, not even the legal 
side, for we have just clcsed arrangements with the Amer—_ 
ican Grabhophcne Company, by which the broad and basie | 
patents of the Zon-o-phone, are supplemented by all rights 
of -the graphcphone patents, thus insuring our trade for 
all time freedom ‘from any thought of litigation on ac-— | 
count of infringement. fhe joint protection of all | 
patents, so fas as dise machines are concerned, is given 
exclusively to the machines manufactured or scid by this 
corporation, thus giving to our output a legal protection | 
never yet approached by any. talking machine on the market,| 
the Zon-o-phone becomes the talking machine par excel- | 
leneve in its own particular field. 

Tne Zon-o-pnone can be Furnished in three types: 
Type A, with bevelled plate glass sides, and brass horn, | 
$25; Type B, with quartered oak sides end brass horn, 
&22.50; Type C.,including all Zon-ophone improvements, | 
furnished with heavy japanned horn, $18.00. | 

Immediate delivery can be made, and your continued | 
favors are respectfully solicited. 

Very respectfully, ; 
National Gram-ophone Corporation, 

Iliusitrated catalogue and confidential list to 

dealers are enclosed. 


Form 321-4 : H 
New York, Philadelphia. Baltimore. Washington. Chicago. 
St. Louis. Buffalo. San Francisco. Paris. Beriin. | 
Directors: 
M.E.Lyle. Andrew Devine. F.J. Warburton. Edward D. Easton. 
R.F.Cromeiin. Thomas R.White,Jr. Philip Mauroa,. 
Wm. Herbert Smith. John J. Phelps. 
Executive Orfices. 
AMERICAN GRAPHOPHONE COMPANY. | 
Columbia Phonograph Co., 
Scle Sales Agent. 
Edward D. Easton,President. 
Herbert A. Budiong,Executive Officer. 
M.E.Lyle,Vice President, 
A.B. Cromelin,Assistant Executive Officer. 
Wm.Herbert Smith,Treasurer, 
¥. Bischoff, Secretary. 
Factory- Bridgevort,Conn. 
135-137 Broadway, | 
New York City,May 12th,1900. 
To Dealers in Gram-c-pvhonres: 
Some months since we issued a circular announc- 
ing that the Gram-o-phone infringed the patents cf the 
American Graphophone Company, and that litigation wes in 
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progress for an injunction, accounting and damages. 


We have recently concluded an arrangement with the 
National Gram—o-phone Corporation and the Universal Talk-. 


ing Machine Company, whereby infringement is conceded, 
the Gram-o-phone is. by them withdrawn from sale, and a 
superior disc talking machine known as the Zon-o-pnone 
is substituted and offered to the trade under the joint 
protection of the Graph-0-Phone, National Gram-OFhone 
and Universal . Talking Machine Company's patent. 


We believe the Zon-o=phone to be so superior to the 
Gram-o-—phone that we shall offer it for sale with Graph-— 
cphones in all of our establishments in the United States 


and in Europe, 


Dealers can arrange with the National Gram-0-Phone 


Corporation, for an exchenge of any Gram-c-yhones they 


may have on hand, and by securing Zon-c-phones will thus 


be free from liability to us. 


All who make, sell or use the gram-o-phone or other 


forms of unlisensed disc machines ere liable to prosecu- 
t 


ion for infringement. 
Yours truly, 
E. D. Easton, President." 


Frank J. Dunhan, Orville D.La Dow, Frank Seaman, 
President, Secretary & Gen'l Treasurer. 


Manager. 
NATIONAL GRAM:0-PHONE CORPORATION. 
874 Broadway, 
(cut) Cor.18th St. 
New York, May 18th, 1900. 
Dear Sir: 


of all concerned: 
The National Gram-o-phone Corporation and the 


We make the following statement for the benefit 


Universal Talking Machine Company have formed an alliance 


with the American Graphcphone Comoany and the Columbia 


Phonograch Company, for the mitual advantage and protec— 
of t 


he disc talking machine trade. 
On Kay 5th a decree was entered by Juége Lacombe 


tion 


of the United States Circuit Court, decreeing the Talking 
Machine Gram-c-yhone to be an infringement of the Grapho- 
phone patents. The Gram-o-phone is therefore abandoned, 


and the infringing features heretofore found by Judge 
Lacombe in his decision granting a preliminary injunc-— 


tion, are by this joint agreement at the disposal cf the 


National Gram-c-phone Corporation. 

The various patents of the above alliance are now 
merged in a new disc-machine tc be known as the Zon-o- 
phone, which becomes the 1900 model of the Gram-—o-—phone 
Corporation, and is now ready for ‘the market. 


The rights of the National Gram—c-phone Corporation 
therein are absolute and exciusive, and the rights of the 
trade to deal in the Zon-ovhone are conceded by all par- 


| 
| 
| 
| 
| 
| 
| 
| 
| 


| 
} 
| 


ties. The rights of the Zon-o-phone being exclusive, the | 


it) 


Raymond R. Wile 
Research Library, 


a oo 


“to taik about; it's free from patent litigation, its 


alliance will operate jointly in defending and ee ing. i 
such rights against every otner form of disc machi 

Graphophone suits against dealers in Greenies 
will be withdrawn in cases where the sale of the infring-— 
ing machine is abandoned, and oe zZon-c—phone substituted 
therefor. 

Tne continued sale of the Gram—-o-phone will enteil 
prosecution. E i 

Blanks for agreement to these conditions will be pro- 
vided. 

Tie National Gram-o—phone 


Geen ae OR 


Corporation will make ~ 
special arrangements for the exchange of Gram-—o-—phones | 
for Zon-o-phones, and is authorized to make arrangements | 
for the disposition of Gram-o-phones now on hand. For 
the Graph-o-phone Co., they recognize the Zon-o-vhone, 
its superior merits as a machine, and its undisputed legal | 
status—- by placing it on sale in connection with Grapho- 
phones at their principal stores throughout the world. 

The Zon-o-phone will please you immensely. it's new, 
it's novel, it's handsome, it's artistic, it's something 


| 
work is ten times better than a Gram-o-phone, it's the 
talking machine of the times. 

The Zon-c-phone is made in three types: Type A, 
with bevelled plate glass sides, and brass horn, $25; | 
Type B., with quartered oak sides and brass horn, $22.50; | 
Type C., ineluding all Zon-o-phone improvements, furnish- | 
ed with heavy japanned horn, $18. 

In conclusion, we congratulate the trade on the fin- | 
al disposition of this question, and speak for the oper- | 
ations of the alliance abundant success and freedom from 
future annoyance on the subject of patent litigation. 

Very respectfully, 
Naticnal Gram-c-phone Corporation, 

SEER RREERIERETREeEnEON Secretary. * 
| 
| 
| 
| 
: 
| 
| 


PHILIP MAURO.Counsellor—at-—Law. 
Philip Mauro. Cable Adcecress: 


Mauro- Washington. 
(Liebers Standard Code. 


S.f. Cameron. Telephone: 
Reeve Lewis : Washington 1394 
C.A4A.L.Massie : New York, 1 Cortlandt. 


ffices, 620 F. Street, Washington D. C. 
137 Broadw ay, Ne Ye 
New York, June sg Le a 

Dear Sir: 

The undersign ed counsel respectively for the 
American Graphophone Company, the Columbia Phonograph 
Conpany and the National Gram-o-phone Corporation, acting 
in their joint interests, beg to confirm the information 
which you have already received relative to the agree— 
ments recently entered into between the above named com-— 
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panies. As an agent of the National Gram-c-yhone Corpora 
tion, you are protected in handling its product, by all 
the patents owned or controlled by all the companies par-—- 
ties to this agreement. We are recuested by our clients 
to convey to the agents and dealers of the National Sram-| 
c-phone Corporation, the assurance that, in the sale of 


Ch) oe 


held by be infringements of patents controlled by the | 
W i a 


Zon-c—phones, records and supplies, they will receive the | 
full jiegail protection afforded by said patents. | 


-- In the event of any attempt by unauthorized persons) 
to place on the market disc machines such as have been | 
en 


above interests, we will be obliged to you for prompt 
and complete information thereof. Our instructions are, 


to enforce the above described patents by appropriate 
legal proceedings against all infringing makers, dealers 
or uppers. 
Resvecifully, 
Philip Mauro. 
Counsel for American Graphopvhone Company, 
ana Columbia Phonograph Co., 
Waldo G Morse, 
Counsel for National Gram-o-phone Corporation," 


And numerous acvertisements were inserted in the 


public prints as follows: 


(Taken out July 5th,1900,number of LIFE. ) 
ZON-O-PHONE,. 
Improved Gram-o-phone. 
(cut ) 

The new disc machine, combining the best features | 
of our Gram-o-pshone(which is now abandoned, including its | 
name) and the joint patents of 

National Gram-o-phone Corporation. | 
Universal Talking Machine Co., | 
American Gracheophone Company. | 
Columbia Phonograph Company. 
which companies have made an agreement tetween cancel 
for legal protection and commercial advantage. No disc | 
machine other than the Zon-o-phone can be legally construct 
ed. The rights of the Zon-c-phone peing exclusive, will 


be defended by all parties to the agreement. 


For sale by dealers everywhere, including the 
branches of the Columbia Phonograph Co. ,throughcut 
the world. 
NATIONAL GRAM-—O-—PHONE CORPORATION, 
Broadway,Cor. 18th St. New York City. 
(Scribner's Magazine Advertiser for July.) 
ZON-—C—-PHONE, 
improved Gram-o-—phone. 
(Cut of Gram-o-phone) 
(Ss) | 
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Is substituted for the Gram-c-phone, which is abandoned, 
including its name. 7 i, Stee 
The rights cf the Zon-o-vhone are excludive under 
the joint prctection of the patents of 
; National Gram-o-phone Corporation. ; 
Universal Talking Machine Co. 
fmerican Graphophone Company. 
Columbia Phonograph Company. 


which companies havé made an agreement between themselves 
ED ile 


for legal protection and commercial advantage, Ali pe 
sons selling any style of cisc machine, other than tha 
scold by these corporations will be prosecuted. 

For sale by dealers everyrhere, including the 

branches of the Columbia Phonograph Go. ,throughout 

the world, 

Naticnal Gram-c-—phone Corporation, 
Broadway,cor. 18th St.,New York City." 


t 


(Lesiie's Weekly, August 4,1900.) 
Z0N—-0—-PHOWE 


Improvec Gram-—-o-phone, 
Our latest imoroved 1900 Model is sutstituted for the 
Gram-o-—phone, wnich is abandoned, including its name, 
The rights of the Zon-o-phone are exclusive under 


the joint protection of the patents of 
National Gram-o-—phone Corporation. 
Universal Talking Machine Co., 
American Graphophone Company. 
Columbia Phonograph Company 


which companies have mage an agreement between themselves 


for legal protection and commercial advantage. All 
persons selling any style of disc machines, other than 
the Zon-o-phone will be prosecuted. 

National Gram-o-phone Corporation, 
Broadway ,Cor.18th St., New York City. 
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